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STATEMENT OF QUESTIONS PRESENTED. 


1. Whether the Register of Copyrights can refuse to 
comply with the ministerial duty imposed by 17 U. S. C. 
to register claims for copyright? 


2. Whether the Register of Copyrights can, by ex- 
parte adjudication, assume the judicial functions of the 
United States Courts in determining the validity of a 
Copyright by refusing to register a claim therefor, and 
thus, prevent any question of validity from reaching the 
United States Courts? 


3. Whether the Register of Copyrights can invade the 
province of the United States Courts by construing the 
scope of the Copyright Statute and deciding that appel- 
lants-plaintiffs’ work of art should not be registered as not 
being a “work of art’? 


4. Whether the Register of Copyrights can preclude 
adjudication of the validity of a copyright by the United 
States Courts by refusing to perform the ministerial act of 
registration required as a condition precedent to judicial 
determination? 


5. Whether the Court below committed reversible 
error in granting summary judgment and dismissing plain- 
tiffs’ complaint on a basis which is undisclosed since no 
findings of fact nor conclusions of law were made and no 
opinion filed by the Court? 
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Appeal No. 14,275. 


United States Court of Appeals 


DISTRICT OF COLUMBIA. 


DAVID H. BAILIE and 
CELIA R. FIDDLER, 


Appellants, 
vs. 
ARTHUR FISHER, 
Register of Copyrights, 
Appellee. 


AppeaL FRomM ORDER OF THE UNITED STATES 
District Court, 
District OF CoLUMBIA. 


BRIEF OF APPELLANTS. 


JURISDICTION STATEMENT. 
1. DISTRICT COURT. 


A. Statutory Basis. 


Section 1338 of the Judicial Code (Title 28) declares 
that “the District Court shall have original jurisdiction 
of any civil action arising under any act of Congress re- 
lating to patents, copyrights and trademarks.” 

This action arose under the Copyright Law of the 
United States (Act of July 30, 1947, 61 Stat. 652, 17 
U. S. C.), and involved the right of plaintiffs to register a 
copyright for a work of art under Section 5(g) of the 
Copyright Law. The issue arose because the Register 
of Copyrights refused to do his ministerial duty of select- 
ing the right category and accepting application for regis- 
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tration. Instead he usurped the United States Courts’ sole 
power to determine whether the registration was valid, 
which could not arise until the claim was registered. 


Defendant refused such registration, in the opinion 
of the Copyright Office, on the sole ground that the sub- 
mitted work was not a “work of art” within the intend- 
ment of the law: A function not delegated to him by law. 


An actual controversy, therefore, existed in respect 
of the subject matter which was within the sole jurisdic- 
tion of the District Court. The District Court is empowered 
by Section 2201 of the Judicial Code (Act of June 25, 
1948, 62 Stat. 869, 28 U. S. C.) to declare the rights of 
plaintiffs, and by Section 2202 thereof, to grant further 
affirmative proper relief based upon such declaration. 


Plaintiffs’ right to have defendant’s adverse determi- 
nation rectified by the District Court is also bottomed 
upon the provisions of Section 10 of the Administrative 
Procedure Act (5 U.S. C. § 1009). 


“(a) Any person suffering legal wrong because 
of any agency action, or adversely affected or ag- 
grieved by such action within the meaning of any 
relevant statute, shall be entitled to judicial review 
thereof. 

“(b) The form of proceeding for judicial review 
shall be any special statutory review proceeding 
relevant to the subject matter in any court specified 
by statute or, in the absence or inadequacy thereof, 
any applicable form of legal action (including actions 
for declaratory judgments or writs of prohibitory or 
mandatory injunction or habeas corpus) in any court 
of competent jurisdiction. Agency action shall be 
subject to judicial review in civil or criminal proceed- 
ings for judicial enforcement except to the extent that 
prior, adequate, and exclusive opportunity for such 
review is provided by law.” 
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Defendant-appellee is an “agency,” the latter being 
defined as comprehending “each authority (whether or not 
subject to review by another agency) of the Government 
of the United States other than Congress, the courts, or 
the governments of the possessions, territories or the Dis- 
trict of Columbia” (5 U. S. C., § 1001(a)). Defendant fits 
none of the exceptions to or exclusions from the definition 
of agency. 

Plaintiffs-appellants have suffered a legal wrong and 
have been adversely affected or aggrieved by defendant’s 
action in refusing to register plaintiffs’ copyright under 
Section 5(g) of the Copyright Law. 

Clearly, the plaintiffs are entitled to judicial review 
of defendant’s illegal refusal to register their copyright 
upon the submitted work of art under Section 5(g) of 
the Copyright Law. The District Court for the District 
of Columbia is one of competent jurisdiction to effect 
such a review since defendant has his official residence 
and is “found” within the District of Columbia (Section 
11-306 of the District of Columbia Code). 


B. Pleadings. 

A complaint was filed in the District Court on January 
27, 1956 requesting the affirmative relief provided by the 
statutes. 

The defendant in the District Court submitted to the 
jurisdiction of the Court by his answer filed April 18, 
1956. 
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2. JURISDICTION OF THE COURT OF APPEALS. 


A. Statutory Basis. 

Section 1291 of the Judicial Code (Title 28) declares 
that “the courts of appeals shall have jurisdiction of ap- 
peals from all final decisions of the district courts of the 
United States * * * except where direct review may be 
had by the Supreme Court.” 


This action does not fall within any provision of 
Chapter 81 of the Judicial Code providing direct review 
by the Supreme Court. 


B. Pleadings. 


On September 27, 1957, an order “denying plaintiffs’ 
motion for summary judgment and granting defendant’s 
motion for summary judgment and dismissing complaint” 
was entered on the docket of the District Court. 


This was a final decision by the District Court for 
the District of Columbia and is properly appealable to the 
Court of Appeals for the District of Columbia. Notice of 
Appeal to the United States Court of Appeals for the Dis- 
trict of Columbia from the judgment entered in the Dis- 
trict Court for the District of Columbia was filed on Oc- 
tober 22, 1957. 











b) 
STATEMENT OF CASE. 
1. THE FORM OF ACTION. 


This action is in the form of a plea for a declaratory 
judgment of plaintiffs’ right to have the Register of Copy- 
rights register his claim under Section 5(g) of the Copy- 
right Law (Title 17) and for a decree in the form of man- 
damus to compel the Register of Copyrights to register 
plaintiffs’ claim to copyright under the aforementioned 
section of the Copyright Law. 


2. STATEMENT OF FACTS. 

Plaintiffs are individuals who are citizens of the State 
of Ohio. During the year 1955 they were engaged as 
partners in creating an improved picture record device 
(App. 15a). In the course of this joint venture, plain- 
tiff, Celia R. Fiddler, created an original work of art. This 
work of art is a standing three-dimensional work of art 
consisting of artistically positioned planar surfaces. The 
work of art is a self-supporting figure standing gracefully 
on pointed feet and edges of planar surfaces (App. 5a). 
So standing, the work of art provided a circular central 
portion bounded by triangular portions. The work of art 
was intended to attractively present and artistically en- 
hance a transparent phonograph record superimposed on 
a photograph of leading motion picture stars carried in 
the central portion. A message from the pictured star 
could be recorded on the record without distorting or ob- 
literating the photograph thereon. (Tr. Ex. A-I.) 

This modern art form was subsequently found to be 
artistically attractive to a portion of the population, who 
appraised it in competition with other copyrighted art 
forms (such as record covers) and purchased this form 
of art (App. 16a). 





6 


Initially, however, in order to discuss the work with 
prospective stars, agents, motion picture studios, etc., sam- 
ple reproductions of this work were made. Although the 
samples were not sold or intended for sale, a copyright 
notice was appended thereto (App. 15a). The plaintiff, 
Fiddler, assigned the entire right, title and interest in and 
to the copyrightable subject matter of this work of art 
to herself and the other plaintiff, David H. Bailie, jointly 
(App. 4a). On the same date, plaintiffs had a Form 
G Application completed. 

The application for the registration of claim to copy- 
right in the work of art, together with one article similar 
to Exhibit A, an assignment and a fee of $7.00 was trans- 
mitted to the Copyright Office on October 14, 1955 (App. 
4a). 

On December 8, 1955, the Register of Copyrights re- 
fused to register the claim to copyright in Class 5(g) of 
the Copyright Law (App. 21a). Reconsideration of 
this refusal to register the claim was requested by letter 
dated December 13, 1955 (App. 22a). On January 13, 
1956, the refusal to register was reiterated by letter from 
the Copyright Office (App. 24a). 

Plaintiffs brought the action in the District Court for 
a declaratory judgment that the work submitted is a 
“work of art” under the Copyright Laws of the United 
States, that plaintiffs are entitled to registration of their 
copyright, and for an order directing defendant to effect 
registration of the claim (App. 4a). 








f 
f 
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3. JUDGMENT APPEALED FROM. 


Plaintiffs moved for summary judgment “declaring 
that Exhibit A to the complaint constitutes a ‘work of art’ 
as that term is employed in Section 5(g) of the Copyright 
Law of the United States (17 U. S. C.) and that plaintiffs 
upon complying with the applicable provisions of the law, 
are entitled to have their copyright on said ‘work of art’ 
registered by defendant; and further that defendant ac- 
cordingly be directed to effect the registration heretofore 
sought by plaintiffs” (App. 17a). 

Defendant moved for summary judgment, or in the 
alternative, to dismiss, “for the reason that there exists no 
genuine issue of material fact and upon the ground that 
plaintiffs’ Exhibit A, to which registration is demanded, is 
not a ‘writing’ under Article I, Section 8 of the Constitu- 
tion nor a ‘work of art’ under Title 17, United States Code, 
and upon the further ground that plaintiffs failed to com- 
ply with the provisions of the Copyright Act, and defend- 
ant is entitled to judgment as a matter of law” (App. 17a). 

On September 27, 1957, there was entered by the 
Court on the docket an order “denying plaintiffs’ motion 
for summary judgment and granting defendant’s motion 
for summary judgment and dismissing complaint” (App. 
40a). No findings of fact were made and no conclusions 
of law were entered. No opinion was rendered. 


This is the judgment appealed from. 


STATUTES INVOLVED. 
The statutes involved are set forth in Appendix B. 
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STATEMENT OF POINTS. 


1. The court below erred in ruling, that, as a matter 
of law, plaintiffs were not entitled to registration of their 
claim to copyright, whereas it should have ruled that the 
Register of Copyrights is a ministerial officer who must 
record the claim of material for copyright: And that any 
question of validity of the copyright should be reserved 
for determination by the United States Courts. 


2. The court below erred in denying plaintiffs’ motion 
for summary judgment. 


3. The court below erred in not compelling the Regis- 
ter of Copyrights to perform the ministerial act of regis- 
tering plaintiffs’ claim to copyright. 


SUMMARY OF ARGUMENT. 

A copyright is obtained by complying with the minis- 
terial requirements of the Copyright Law (Title 17 U. S. 
C.). Mere registration of a claim to such copyright is a 
ministerial act on the part of the Register of Copyrights 
and the Copyright Statute confers no discretionary power 
on the Register. 


Washingtonian Pub. Co. v. Pearson et al., 306 U. S. 
30 (1939); 59 S. Ct. 397 (1939); 


United States ex rel. Twentieth Century-Fox Film 
Corporation v. Bouve, 33 F. Supp. 462 (DC 
DC, 1940); Aff’r. 122 F. 2d 51 (CA DC, 1941); 
74 App. D. C. 271. 


Since the right to adjudicate the validity of a copy- 
right is reserved to the United States courts and since the 
registration of a claim is a condition precedent to civil 
action, the ex parte determination and evaluation of the 
legality of copyright on plaintiffs’ subject by the Register 


SE ee < 
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of Copyrights and his refusal to register a claim prevents 
judicial inter-partes adjudication of the validity of the 
copyright and invades the province of the Court. Thus 
registration of the claim should be compelled by order of 
court. It is appellants’ only remedy to secure registration. 
Any judicial determination of its validity comes later in 
the courts. 


Hecht Co. v. Bowles, 321 U. S. 321 (1944); 64 S. 
Ct. 587 (1944); 


Gordon v. Weir, 111 F. Supp. 117 (DC ED Mich. 
SD, 1953) ; aff’r. 216 F. 2d 508 (CA 6, 1954); 


Trost v. Thompkins, Municipal Appeals DC 44 At- 
lantic 2d 226, 229; 


Bleistein v. Donaldson Lithographing Co., 188 U.S. 
239 (1903); 


Bouve v. United States ex rel. Twentieth Century- 


Fox Film Corp., 122 F. 2d 51 (CA DC, 1941); 
74 App. D. C. 271. 


ARGUMENT. 


1. The proprietor of the instant work has complied with 
the requirements of the Copyright Statute, 17 U.S. C. 
Section 12. 

The pertinent portion of 17 U. S. C. $12 is that 
“Copyright may also be had of the works of an author, of 
which copies are not reproduced for sale, by the deposit, 
with claim of copyright, * * * of a photograph or other 
identifying reproduction thereof, if it be a work of art. 
* * *” On October 17, 1955, appellants-plaintiffs made 
application for registration of a claim to copyright by sub- 
mission of the appropriate Form G, an identifying repro- 
duction (P. Tr. Exhibit A) and the fee required by 17 
U.S. C. §215. (App. 4a.) 





10 


Some confusion concerning the requirement of sub- 
mission of two copies of the work in accord with the 
deposit requirements of 17 U.S. C. § 13 was evidenced by 
defendant in argument before the Court below. The affi- 
davit of the plaintiff (App. 15a) should have eliminated 
any confusion along this line. The substance of the affida- 
vit showed that the original work of art was used primarily 
for illustrative purposes, and that a copyright notice was 
affixed to reproductions thereof before discussion for the 
purpose of interesting commercial users to protect the 
common law and statutory rights of appellants. 


In Gerlach-Barklow v. Morris & Bendien, 23 F. 2d 
159, 162 (CCA 2, 1927), the Circuit Court of Appeals for 
the Second Circuit considered the effect of the fact that 
some illustrations for a calendar might have been released 
without the copyright notice. Circuit Judge Swan said: 


“& * * Indeed, an inspection of it leaves us in some 
doubt whether it is more than a sample advertise- 
ment, from which dealers might place orders for 
calendars mounting the picture. If merely a sample, 
it did not require the statutory notice. See Werck- 
meister v. Springer Lith. Co., 63 F. 808 (C. C. N. Y.); 
Stecher Lith. Co. v. Dunston Lith. Co., 233 F. 601 
(DCNY).” 


Further, the plaintiffs sufficiently complied with the 
provisions of the Copyright Law even if some mistake as 
to marking was made. 


“Where the copyright proprietor has sought to 
comply with the provisions of this title with respect 
to notice, the omission by accident or mistake of the 
prescribed notice from a particular copy or copies 
shall not invalidate the copyright. * * *” (17U.S.C. 
21.) 
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When the works of art were reproduced for sale, a 
copyright notice was appended thereto. (P. Tr. Exhibits 
B-J.) 


The fact that two copies were not actually deposited 
in the Copyright Office as soon as a sale was made has no 
bearing upon the issues to be determined in this case. The 
required copies were tendered at trial. Further, the re- 
quirement for prompt deposit is a condition precedent to 
an infringement suit and has always been liberally inter- 
preted. 


In Washingtonian Pub. Co. v. Pearson et al., 306 U. S. 
30, 42 (1939); 59 S. Ct. 397, 403 (1939), the Supreme 
Court considered the effect of depositing copies fourteen 
months after publication on the validity of a copyright. 
Mr. Justice McReynolds said: 


“e * * while no action can be maintained before 
copies are actually deposited, mere delay will not 
destroy the right to sue. Such forfeitures are never 
to be inferred from doubtful language.” 


2. By so doing, proprietor has already obtained a valid 
copyright on his work. 

The proprietor obtains his copyright by complying 
with the statutory provisions, and registration of his claim 
is not an essential element in his obtaining of a copyright. 

The clearest demonstration of the validity of this 
contention is had by a direct reading of the statute 17 
U. S. C. § 13, which relates to infringement. Section 13 
states as follows: “After copyright has been secured by 
publication of the work. * * *” 


This question has been considered by the courts. In 


Washingtonian Pub. Co. v. Pearson, supra, the Supreme 
Court, Mr. Justice McReynolds speaking, stated: 
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“Petitioners claim of copyright came to fruition 
immediately upon publication. Without further notice 
it was good against the world.” 


The only issue left is mere formality of registration. 


3. Proprietor sought to obtain mere registration of his act 
securing copyright in accordance with 17 U.S. C. § 11. 
Appellants-plaintiffs sought to register their claim in 
their work of art by submission of a Form G Application 
for registration together with one article similar to P. Tr. 
Exhibit A, an assignment of the copyright and the fees 
for recording both the assignment and the registration to 
the Copyright Office. This form was received in the Copy- 
right Office on October 17, 1955. (App. 8a.) 


No question as to the proper completion of the form 
and the submission of the proper fee was raised or is in 
issue. 


4. The Register of Copyrights, contrary to the obligation 
imposed by statutes to register such claims, refused to 
register the copyright already secured by complying 
with the copyright statutes. 

The Register of Copyrights refused to register the 
claim to the design of appellants-plaintiffs article by let- 
ter of December 8, 1955 (App. 21a) on the basis of an 
illegal judicial determination as to the validity of the claim 
of the copyright. 

In this letter the Register of Copyrights rendered a 
legal opinion that “He could not accept this work of regis- 
tration in Class G since it is not a work of art within the 
meaning of the Copyright Law. In order to be so re- 
garded as a work of art, it must contain a certain minimum 
amount of original pictorial material.” He did not state 
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in his legal opinion what he meant by “Minimum amount 
of original pictorial material.” 

At the same time the Register offered to consider a 
claim under Class J. An exchange of correspondence pro- 
duced no change in the Register’s refusal to register ap- 
pellants’ claim, and thus action in the court below was 
initiated. 


>. Action in the form of mandamus was sought to compel 
performance of the ministerial act of formal regis- 
tration. 


The complaint sought a declaratory judgment that the 
submitted work was a “work of art” within the intendment 
of the Copyright Law (17 U. S. C.), that plaintiffs were 
entitled to registration of their copyright and an order 
compelling the Register of Copyrights to perform his duty 
of registering the claim to copyright. 

Since the question of compelling performance of a 
ministerial act seemed to involve no dispute of fact, a 
motion for summary judgment was submitted by plain- 
tiffs. A counter-motion for summary judgment was sub- 
mitted by defendant. 


The basis for “denying plaintiffs’ motion for summary 
judgment and granting defendant’s motion for summary 
judgment and dismissing the complaint” is not discernible 
from the record since no finding of fact or conclusion of 
law was submitted; and the Court entered none of its own 
accord, nor did the defendant tender conclusions and 


findings. 
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6. No discretion is allowed the Register of Copyrights 
under the provisions of 17 U.S. C. § 11. 


The complete lack of discretionary powers in the Reg- 
ister of Copyrights is again most clearly pointed out by 
direct quotation from the statute. 


“$11. Registration of Claim and Issuance of Cer- 
tificate. Such person may obtain registration of his 
claim to copyright by complying with the provisions 
of this title, including the deposit of copies, and upon 
such compliance the Register of Copyrights shall issue 
to him the certificates provided for in section 209 of 
this title.’ (Emphasis added.) 


This point has already received judicial study in the 
case of United States ex rel. Twentieth Century-Fox Film 
Corporation v. Bouve, 33 Fed. Supp. 462, 463 (DC DC, 
1940). Mr. Justice Bailey said: 


“As to the discretionary power of the Register 
of Copyrights, I think that he has no power to refuse 
to register any copyright that is entitled to registra- 
tion under the law; that it is a question of fact whether 
the applicant has complied with the law; that if he 
has complied with the law he is entitled to have the 
copyright registered; that any finding of fact or con- 
clusion of law on the part of the Register of Copy- 
rights are not binding upon the Court. I think that 
the powers of the Register of Copyrights are analogous 
to the powers of the Postmaster General in admitting 
articles in the mail and of the Register of Deeds in 
recording instruments. Payne v. United States ex rel. 
National Railway Publishing Company, 20 App. D. C. 
581; Dancy v. Clark, 24 App. D. C. 487.” 


The Court of Appeals for the District of Columbia 
affirmed on appeal (Bouve, Register of Copyrights v. 
Twentieth Century-Fox Film Corp., 122 F. 2d 51, 54 
(CADC, 1941); 74 App. D. C. 271). Mr. Justice Miller 
stated: 
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“If the deposited material was and is a book, then 
the fee which was tendered was sufficient, and appel- 
lant’s (Register of Copyrights) duty to register was 
imperative and unqualified. * * *” 

The above cited case is often quoted for its ancillary 
consideration of the discretionary power of the Register 
of Copyrights, particularly on the basis of the right to 
make rules and regulations for the registration of claims 
to copyright. Although it is clear that the holding in the 
above-cited case went only to the question presented, 
namely, could the Register of Copyrights refuse to register 
a claim to a book because the Register believed it should 
be registered in serial form with a fee for each serialized 
section, the discussion in that case concerning discretion- 
ary powers merits consideration in this brief. 

It is the contention of the appellants-plaintiffs that 
the authority to make rules contained in 17 U. S. C. 207 
does not make discretionary the ministerial duties imposed 
on the Register. 

The section limits rule making to “the registration of 
claims to copyright.” (17 U. S. C. 207). It is believed that 
this section implements the necessity for the Register to 
administer the office, for purposes such as destruction of 
material submitted (17 U. S. C. 214). If the authority 
granted was to adjudicate the validity of copyrights, it 
must and would be clearly granted. 

In resolving whether the Emergency Price Control 
Act of 1942 (56 Stat. 23,5 U.S. C. A., Appendix 925(a) ) 
reduced the discretionary powers of the Courts in Hecht 
Co. v. Bowles, 321 U. S. 321, 326, 329 (1944); 64 S. Ct. 
587, 590, 591, Mr. Justice Douglas said: 

“Respondent insists that the mandatory char- 
acter of § 205(a) is clear from its language history and 
purpose. He argues that [an injunction or other 








16 
order] ‘shall be granted’ [by the courts] is not per- 
missive. * * * 
* * * * * 

“* * * We cannot but think that if Congress had 
intended to make such a drastic departure from the 
traditions of equity practice, an unequivocal state- 
ment of its purpose would have been made.” (Brack- 
eted material added for clarity.) 

No discretion is permitted by the statute here under 
consideration as to the promulgation of rules and regula- 
tions for the substantive determination of the validity of 
the copyright. 


7. The United States Courts, not the Register of Copy- 
rights, have the authority to rule on whether the sub- 
ject matter in issue is copyrightable. 


The question of whether the subject matter is copy- 
rightable is reserved to the United States Courts. That 
issue is not properly here on this record. 

All that is here is the simple issue of compelling by 
action in the form of mandamus the Register of Copy- 
rights to perform his ministerial duty of Register and to 
comply with the statute requiring him to register that 
which is presented to him. Tests of validity can come later 
after registration. 

The District Court has original jurisdiction over any 
civil action arising under the Copyright Law. 28 U.S. C. 
§ 1338. 

In considering the effect of a copyright in a suit for 
infringement by one copyright holder against a second 
copyright holder, the District Court for the E. D. Michi- 
gan, S. D. (Gordon v. Weir, 111 F. Supp. 117, 123; aff’r. 
216 F. 2d 508 (CA 6)) considered the effect of the grant- 
ing of a copyright. Kroscinski, Circuit Judge, said: 
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“The Copyright Office, by accepting material as 
copyrightable, does not determine rights under copy- 
right laws any more than a register of documents cov- 
ering land titles by accepting a deed for recording 
determines title of the guarantee therein to the land.” 


In discussing diplomatic immunity afforded by the 
presence of a name on the “White List” promulgated after 
such name has been registered in the Department of State 
in Trost v. Thompkins, Municipal Appeals D. C., 44 Atl. 
2d, 226, 229, Richardson, Chief Judge, discussed the term 
register as follows: 

“Register is defined as to record; ‘to enter formally 
in a register; cause to be so entered by a person 
charged with making such entries’ (The New Century 
Dictionary). It does not imply the investigation and 
ascertainment of the verity of the facts furnished to 
registration. The duty to be performed is purely 
ministerial and the purpose is confined to furnishing 
notice * * *,” 


. The rejection of a claim for copyright on the basis that 
it was not a “work of art” infringed the province of the 
United States Court by the Register of Copyrights in 
his ruling on the validity of this copyright. 


It has been clear that the ruling promulgated by the 
Register of Copyrights in the refusal to register a claim 
in the instant case is an illegal refusal of a request for 
registration of the copyright claim. To the contrary his 
act of refusal was based on his unauthorized exercise of his 
judgment, not his ministerial authority, as to the validity 
of a copyright. 

The work to which the claim for copyright registra- 
tion is directed is covered by the statute and is entitled 
to registration. The statute by terms has been expanded 
in scope to cover “all the writings of an author” (17 U. S. 
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C. 4) and specifically “works of art” (17 U. S. C. 5(g)). “ 
The artistry of execution establishes the present work as 
a “work of art” within the Copyright Law which is not : 
limited to works of fine art. This is also established by : 
public opinion as evidenced by the purchasing of the work 


(App. 16a). The procedure for securing registration of 
the claim has been followed. Its validity is a matter for 
the courts if that arises, whether it is a registrable “work 
of art” or for any other reason— 


Bouve v. United States ex rel. Twentieth Century- - 
Fox Film Corp., 122 F. 2d 51 (CA DC, 1941); 
74 App. D. C. 271; | 
Gordon v. Weir, 111 F. Supp. 117 (DC ED Mich. 
SD, 1953); aff'r. 216 F. 2d 508 (CA 6, 1954); 
Trost v. Thompkins, Municipal Appeals DC, 44 
Atlantic 2d 226, 229. 


The mere fact that the subject submitted for copy- 
right is a three-dimensional arrangement of planar sur- 
faces that does not appeal to the Register of Copyrights’ 


aesthetic tastes or his unauthorized judicial determination, o 
is not justification for refusal to perform the administrative 
act of registration of claim that is a ministerial duty. (Such wit 


arrangements have been copyrighted before by the Reg- 
ister (P. Tr. Exhs. AA-JJ).) 

It is clear the judiciary have been extremely careful 
in imposing their standards of artistic appreciation upon 


the art produced by either a contemporaneous or ancient t 
artist. Not only did Register assume judicial functions 
sparingly exercised by the Courts, but it did so without ° 


judicial process; he delegated to himself, without statutory 
authority, without hearing, the right to be judge and jury 
instead of performing his function as a mere recorder so 
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" that the applicant and the public could have their day in 
" a United States Court designated by law. 

The Register of Copyrights is solely a recorder as is 
if a recorder of deeds. Gordon v. Weir, 111 F. Supp. 117, 
¥ 123, aff’r. 216 F. 2d 508 (C. A. 6). 

° Even the judiciary has been warned of the dangers 
F of imposing their standards of artistic appreciation. In 
Bleistein v. Donaldson Lithographing Co., 188 U. S. 239 
(1903), Justice Holmes wrote the following: 


“It would be a dangerous undertaking for persons 
trained only to the law to constitute themselves final 
judges of the worth of pictorial illustrations, outside 
Fi of the narrowest and most obvious limits. At the one 

extreme some works of genius would be sure to miss 

appreciation. Their very novelty would make them 

- repulsive until the public had learned the new lan- 
guage in which their author spoke. It may be more 

than doubted, for instance, whether the etchings of 

Goya or the paintings of Manet would have been sure 

x of protection when seen for the first time. At the 
other end, copyright would be denied to pictures 

which appealed to a public less educated than the 
a judge. Yet if they command the interest of any pub- 
lic, they have a commercial value—it would be bold 
to say that they have not an aesthetic and educational 
value—and the taste of any public is not to be treated 
with contempt. It is an ultimate fact for the moment, 
whatever may be our hopes for a change. That these 
pictures had their worth and their success is suffi- 
ciently shown by the desire to reproduce them with- 
y out regard to the plaintiffs’ rights. See Henderson v. 
Tomkins, 60 Fed. Rep. 758, 765. We are of opinion 

that there was evidence that the plaintiffs have rights 
r? entitled to the protection of the law.” (pp. 251, 252.) 





% It is particularly noteworthy that the Supreme Court 
fo refused, in the above cited case, to allow even the most 


careful application of judicial evaluation by directing that 
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the question, whether the circus posters, the subject of 
this well known case, were “works of art,” be submitted 
to a jury! 

Despite these judicial admonitions, the Register of 
Copyrights stated in his initial letter of refusal that the 
subject statute does not have sufficient originality to merit 
registration of this claim. 

Apparently, the Register of Copyrights has decided 
to impose a subjective evaluation of the aesthetic appeal of 
the structure in suit, instead of his objective evaluation 
as to form. 

In the present case, the evaluation is an evaluation as 
to substance. In addition to being improper, the evalua- 
tion is in error. 

Justice Holmes said: 


“The least pretentious picture has more originality 
in it than directories and the like which may be copy- 
righted. Drone Copyright 153. See Henderson v. 
Tomkins, 60 Fed. 758, 765.” 

Bleistein v. Donaldson Lithographing Co., supra, 
page 20. 


The purpose of the Register is obvious: He wishes 
to increase and expand his powers by becoming a judge; 
he wants to be a master—not a servant. 


9. The Register of Copyrights has recognized the lack of 
authority to rule on the validity of the copyright. 


The lack of authority to rule on the validity of the 
coypright has been recognized. In a booklet issued by the 
Library of Congress in 1952 (reprinted in 1954), entitled 
“The Copyright Office of the United States of America,” 
the following explanation is made: 
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“* * * There is no provision in the copyright law, 
as there is in the patent law, for scrutiny of applica- 
tions or copies to determine questions of originality 
or authorship. In such matters the claim of the ap- 
plicant is its own evidence. 


“Thus the certificate of registration issued by the 
Register of Copyrights is limited to a certification only 
that the statements set forth in the application have 
been made a part of the records of the Copyright 
Office. If the provisions of the law for securing copy- 
right have been complied with by a person entitled to 
claim copyright the copyright is secured.” (P. 11.) 
However, in this case, the Register of Copyrights has 

imposed his own individual evaluation of the work pre- 
sented in the face of clear judicial warning of the dangers 
thereof. (See: Bleistein v. Donaldson Lithographing Co., 
supra, page 20.) Even in Court, the Register, contrary 
to the correct interpretation of the Copyright Law, in the 
above-cited booklet, evaluated the work as a “common 
design” (App. 36a). 


10. The refusal to register the claim to copyright pre- 
vents appellants’ entry into a Court for inter-parte 
adjudication of the validity of the copyright and con- 
struction of the copyright statute. 


The Register’s refusal to register the formal claim to 
copyright has the serious effect of precluding appellants 
from having a judicial determination of the validity of his 
copyright in an inter-parte proceeding. 

Such judicial determination with the related con- 
struction of the copyright statute could not be made in 
the face of the prohibition of 17 U. S. C. § 13, which pro- 
vides in the last sentence thereof, “No action or pro- 
ceeding shall be maintained for infringement of copyright 
in any work until the provisions of this title with respect 
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to the deposit of copies and registration of such work shall 
have been complied with.” 

The ability of the Register of Copyrights to deprive 
appellants of judicial review by refusal to perform a minis- 
trative act is serious, and we suggest, will not be coun- 
tenanced by this Court. 


11. The acts of appellants-plaintiffs in seeking other forms 
of protection of their intellectual property is not only 
of no effect in this action, but is necessary in face of 
judicial decision. 

It is clear that the acts of the plaintiffs in seeking pro- 
tection under other forms of statutory protection of in- 
tellectual property do not affect the question presented 
here. Any question as to the availability of protection, 
both under the patent statutes and the copyright statutes, 
has been laid to rest by the Supreme Court in Mazer v. 
Stein, 347 U. S. 201, 217 (CA 4, 1954), in which Justice 
Reed stated: 

‘We do hold that the patentability of the statuettes 
fitted as lamps or unfitted does not bar copyright as 
works of art. Neither the copyright statute nor any 
other says that because a thing is patentable, it may 
not be copyrighted. We should not so hold.” 

In fact, failure of the applicant to simultaneously 
seek protection under all available statutory forms of pro- 
tection for intellectual property may preclude adequate 
protection. 

In considering the question of the compliance with 
the notice requirements on reproductions of a copyrighted 
work in a repetitive pattern, the District Court for the 
S. E. D. Pennsylvania, Louis De Jonge & Co. v. Breuker & 
Kessler Co., 182 Fed. 150, 153 (CC SED Pa., 1910), speak- 
ing through J. B. McPherson, District Judge, stated: 
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“* * * whether a painting possessing artistic 
merit, but suitable also for use as a design, may at 
the owner’s election be protected either by copyright 
or by patent? As already indicated, I believe the 
question should be answered in the affirmative. But 
it follows that, if the owner or author treat the picture 

_as belonging to the fine arts and protect it by copy- 
right, he must strictly obey the copyright laws. * * *” 


However, in the above case no intimation was made 
that both a design patent and copyright might not have 
been taken out simultaneously. Both the Circuit Court of 
Appeals and the Supreme Court, in affirming this decision, 
reserved opinion as to 

“Whether the sphere of copyright and patent for 
design overlapped. * * *” 
Louis De Jonge & Co. v. Breuker & Kessler Co., 
235 U.S. 33, 36 (1914) 59 L. Ed. 113. 


The question of simultaneous protection over the pat- 
ent and copyright statutes seems to have been laid to rest 
by the Mazer v. Stein decision. Thus, applicant not only 
may seek simultaneous forms of protection, but in fact 
is apparently required to do so in the face of judicial de- 
cision. 

The use to which the work of art is to be put cannot 
be a factor in resolving the question as to whether the 
Register of Copyrights must perform his ministerial duty. 
This was considered in Stein v. Rosenthal, 103 F. Supp. 
227 (DC SD Cal., 1952); aff’r. 205 F. 2d 633. In this case 
Tobin, District Judge, stated: 

‘““e * * whether an intent on the part of the claim- 
ant to copy such protected sculpture in such a way 
as to artistically enhance some separate and utili- 
tarian article of manufacture destroys the right to 
copyright. * * * To uphold this argument would be 
to require the Judicial inquiry to plumb the mind of 
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every copyright proprietor and determine his plans 
and intentions as of the time of registration. This im- 
possibility is not contemplated by the Statute.” (p. 
231.) 


. The Court below was in error in granting summary 
judgment in favor of the Register on a basis that is 
not disclosed, since no opinion was rendered in this 
case, and thus no findings of fact or conclusions of law 
were presented. 

Since any findings of fact or conclusions of law made 
by the Copyright Office is not binding upon this Court, 


United States ex rel. Twentieth Century-Fox Film 
Corporation v. Bouve, supra, page 14, 


and since the Court below did not make such findings, but 
granted a motion for summary judgment and dismissed 


the complaint of appellants-plaintiffs, all issues must be 
presented to this Court for judicial determination on the 
issues of law and the facts as they appear. 


Respectfully submitted, 


TouLMINn & TouLMIN, 
Harry A. TouLMIN, JR., 
Huco M. Wrxstrom, 
308 West First Street, 
Dayton 2, Ohio, 
Fotsom E. Drum™monp, 
1248 Pennsylvania Building, 
Washington, D. C., 
Attorneys for Appellants. 
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APPENDIX A. 
Relevant Portions of Record on Appeal. 
Crvm Action No. 365-56. 


In the United States District Court 


DISTRICT OF COLUMBIA 


DAVID H. BAILIE, 
144 Schuyler Drive, Dayton, Ohio, 
and 
CELIA R. FIDDLER, 
915 Kumler Avenue, Dayton, Ohio, 
Plaintiffs, 
vs. 
ARTHUR FISHER, REGISTER OF COPYRIGHTS, 
Defendant. 


RELEVANT DOCKET ENTRIES. 
1956 


Jan. 27. Complaint, appearance & Exhibit. Filed. 

Jan. 27. Summons, copies (1) and copies (1) of Com- 
plaint issued. Ser. 1-27; U. S. Atty. ser. 1-27-56. Atty. 
Gen. served 2-3-56. 

Apr. 18. Answer to complaint for declaratory judg- 
ment and mandamus order by deft.; c/m 4/16/56; filed. 


1957 


May 20. Pretrial Proceedings, and parties granted 
leave to file motion for summary judgment. Youngdahl, J. 

Aug. 27. Stipulation respecting pltfs. exhibits; Ex- 
hibit AA, BB, CC, DD, EE, FF, GG, HH, II, JJ, KK incl. 
attached. Filed. 

Aug. 27. Affidavit of pltf. #2; Exhibits B thru J. 
incl. Filed. 

Aug. 27. Motion of pltfs. for summary judgment; P 
& A in support of pltfs. motion & in opposition to defts. 


2a Relevant Docket Entries 


motion for summary judgment; c/m 8-22-57. M. C. 8-28-57. 
Filed. 

Sept. 11. Motion of deft. for summary judgment or in 
alternative to dismiss, P & A; c/m 9-11-57. M. C. 9-11-57. 
Exhibits A, Al; B1-5; C1-10; D1-18; E, F1-6; G; H1-4. 
Filed. 

Sept. 17. Defendants Exhibits J-1 thru J-24. Filed. 

Sept. 17. Plaintiff’s motion for summary judgment 
and deft’s motion for summary judgment argued and 
submitted. (Rep: D. Delehanty.) Letts, J. 

Sept. 27. Order denying pltf’s. motion for summary 
judgment & granting deft’s. motion for summary judgment 
& dismissing complaint. (N) Letts, J. 

Oct. 22. Notice of appeal by pltffis.; copy mailed to 
U.S. Attorney; Deposit by F. E. Drummond, $5.00. Filed. 

Oct. 22. Cost bond on appeal of pltffs. with Indemnity 
Insurance Co., of N. A. $250.00 approved & filed. 

Oct. 29. Order directing that the entire record includ- 
ing all exhibits of record be transmitted to the U. S. Court 
of Appeals for D. C. for consideration by Appellate Court. 
Letts, J. (N). 

Nov. 13. Transcript of proceedings 9-17-57; Dorothy 
Delehanty, reporter. Filed. 

Nov. 14. Counter-designation of Record by deft.; ¢/m 
11-14-57. Filed. 

Nov. 14. Transcript of proceedings of 9-17-57; Re- 
porter Dorothy B. Delehanty. (Copy for appellant.) Filed. 

Nov. 20. Objection of pltffs. to counter-designation of 
Record and Motion to strike the counter-designation of 
Record; c/s 11-20-57; Memo in support. M. C. 11-20-57. 
Filed. 

Nov. 22. Appearance of Harold D. Rhynedance, Jr., as 
atty. for deft. (N/AC) filed. 

Nov. 22. Reply of deft. to objection to counter-desig- 
nation of Record and Motion to strike the counter-desig- 
nation of Record; ¢/m 11-22-57. Filed. 

Dec. 2. Order extending time for filing the record 
with the Clerk of the Court of Appeals to 1-3-58. (N) 
Letts, J. 
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Dec. 3. Order transmitting a supplemental record on 
appeal to U. S. Ct. of Appeals. Sirica, J. (N). 

Dec. 4. Order denying pltfis’ motion to strike the 
counter-designation. Sirica, J. (N). 


1958 


Jan. 2. Original record on appeal Delivered. Deposit 
by Toulmin and Toulmin $.50. 


COMPLAINT FOR DECLARATORY JUDGMENT AND 
MANDAMUS ORDER. 


(Filed January 27, 1956.) 

Plaintiff complains of the defendant and alleges: 

1. Plaintiffs are individuals, citizens of the United 
States, residing in the County of Montgomery, State of 
Ohio. 

2. Defendant is the Registrar of Copyrights of the 
United States, having his official residence in the District 
of Columbia. 


3. Jurisdiction of this Court is founded upon the 
Copyright laws of the United States (Title 17); Section 
10 of the Act of June 11, 1946, commonly known as the 
Administrative Procedure Act, (60 Stat. 243; 5 U. S. C. 
§ 1009); Sections 2201 and 2202 of the Judicial Code of 
the United States; and Sections 11-305 and 11-306 of the 
District of Columbia Code. 

4. During the year 1955 plaintiffs were engaged in a 
joint adventure the object of which was to devise an im- 
proved picture-record device. In pursuance of said joint 
adventure plaintiff Celia R. Fiddler did create a work of 
art in the form of the picture-record device annexed 
hereto as Exhibit A. 

5. Said Exhibit A, when set up properly as intended 
by plaintiffs, is a “work of art” within the meaning intend- 
ment of the Copyright Laws of the United States, and, 
upon the filing of a proper application, is entitled to be- 
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registered as such “work of art” under said laws, to the 
owner of such copyright. 


6. On or about October 13, 1955, plaintiff, Celia Rita 
Fiddler executed an assignment of the entire right, title 
and interest in and to the copyrightable subject matter of 
Exhibit A to herself and plaintiff, David H. Bailie, jointly, 
and on said date completed a Form G application pre- 
scribed by defendant for copyright registration. Said appli- 
cation together with the said assignment was, on or about 
October 14, 1955, transmitted to defendant herein, Regis- 
ter of Copyrights, with the fees prescribed by statute and 
with a request that the same be registered, as a work of 
art. Plaintiffs have published said work with notice of 
their copyright and have complied with all provisions of 
Title 17, U. S. Code, prerequisite to obtaining registration 
of said work of art, as provided in Section 11 of said Title. 

7. Defendant, by his agents, however, has willfully 
refused to register plaintiffs’ copyright to Exhibit A as a 
work of art, but instead offered to register only the photo- 
graph on Exhibit A. Defendant, by his agents, has per- 
sisted in his refusal despite written request for recon- 
sideration of such refusal submitted on behalf of plain- 
tiffs on or about December 13, 1955. 

Wherefore, plaintiffs pray for: 

(a) A declaratory judgment that Exhibit A hereto 
is a “work of art” and is entitled to be registered, as such, 
under the Copyright Laws of the United States. 

(b) A declaratory judgment that plaintiffs, as joint 
owners of the Copyrightable subject matter as Exhibit A, 
are entitled to the registration herein sought. 

(c) An order directing defendant to effect such 
registration. 

(d) Such other relief as may appear equitable and 
just. 

Toutmin & TouLmin, 


Attorneys for Plaintiff. 
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ANSWER TO COMPLAINT FOR DECLARATORY 
JUDGMENT AND MANDAMUS ORDER. 


(Filed April 18, 1956.) 


The answer of Arthur Fisher, Register of Copyrights, 
to the complaint of David H. Bailie and Celia R. Fiddler, 
is as follows: 


1. Defendant is without knowledge or information 
sufficient to form a belief, and therefore denies the allega- 
tions of paragraph 1. 


2. Defendant admits that he is the Register of Copy- 
rights of the United States, and that his official residence 
is in the District of Columbia as stated in paragraph 2. 


3. Defendant denies the allegations concerning juris- 
diction in paragraph 3. Defendant further denies that 
plaintiffs have a cause of action against the defendant, and 
that this Court has jurisdiction under the Constitution or 
any law of the United States. 


4. Defendant is without knowledge or information 
sufficient to form a belief and therefore denies each and 
every allegation in paragraph 4; except that defendant 
denies that Exhibit A attached to the complaint con- 
stitutes a “work of art” within the meaning of the Copy- 
right Act, Title 17 U.S. C. 


5. Defendant denies that Exhibit A, for which regis- 
tration is demanded, is a “work of art” in itself, or “within 
the meaning intendment” of the Copyright Laws of the 
United States “when set up properly as intended by plain- 
tiffs.” Defendant further denies that the plaintiffs, or “the 
owner,” or any one, is entitled to register Exhibit A as a 
“work of art” upon the filing of an application in the 
Copyright Office. Defendant further denies that the plain- 
tiffs, or any of them, have obtained a copyright in Exhibit 
A as a “work of art.” Defendant denies all remaining 
allegations in paragraph 5. 

6. Defendant is without knowledge or information 
sufficient to form a belief and therefore denies that “On 
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or about October 13, 1955, plaintiff Celia Rita Fiddler 
executed an assignment of the entire right, title and in- 
terest in and to the copyrightable subject matter of Ex- 
hibit A to herself and plaintiff, David H. Bailie, jointly”; 
except that defendant denies Exhibit A embodies copy- 
rightable subject matter as claimed by plaintiffs. 

Defendant admits that a “Form G APPLICATION FOR 
REGISTRATION OF A CLaIM TO COPYRIGHT IN A WorK OF 
Art,” together with one article similar to Exhibit A en- 
titled “Self-supporting star-shaped photograph bearing 
phonograph record,” an alleged assignment, and a fee of 
$7 was received in the Copyright Office on October 17, 
1955. 

Defendant is without knowledge or information suf- 
ficient to form a belief and therefore denies that plaintiffs 
have “published” said alleged “work of art” as required 
by the Copyright Act; and defendant further denies that 
the “notice” requirements of the Act have been met. 

Defendant denies that plaintiffs “have complied with 
all provisions of Title 17, U. S. Code, prerequisite to ob- 
taining registration” of a work of art, “as provided in 
Section 11 of said Title.” In particular, plaintiffs have 
failed to comply with the provisions of Sections 11 and 13 
of the Copyright Act, since only one copy of the alleged 
“work of art” was filed and not two copies as required by 
these sections. Plaintiffs have further failed to comply 
with the requirements of Sections 11 and 209 of the Copy- 
right Act, since the application for registration does not 
set forth a date of publication or the name of a publisher. 

Defendant denies all remaining allegations in para- 
graph 6. 

7. Defendant admits, as to paragraph 7, that he has 
refused and still refuses to register plaintiff’s claim to a 
copyright on the “Self-supporting star-shaped photograph 
bearing phonograph record” Exhibit A as a “work of art,” 
but denies that such action was, or is, willful. 

Defendant admits that in a letter dated December 8, 
1955, he refused registration of a claim to copyright in 
Exhibit A as a “work of art,” but offered to register the 
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photograph on Exhibit A in Class J of Section 5 of the 
Copyright Act—the class directed to photographs saying: 

We regret that we cannot accept this work for 
registration in Class G since it is not a work of art 
within the meaning of the copyright law. In order to 
be so regarded a work must contain a certain mini- 
mum amount of original pictorial material. 

Moreover, the idea of a “picture-record device” 
which consists of a self-supporting star-shaped photo- 
graph incorporating a record of a song by the singer 
portrayed in the photograph, is not subject-matter 
for copyright. 

We will, however, consider for registration a 
claim in this photograph in Class J. As you know, 
any protection secured will not extend to the record 
itself. 


Defendant admits that on December 15, 1955, he re- 
ceived a letter from plaintiffs requesting reconsideration, 
saying in part: 

* * * The work of art for which copyright pro- 
tection is sought is the actual shaping of the record 
blank itself. This comprises a five point star upon the 
face of which is provided an area in which a photo- 
graph is placed and over which a phonograph record- 
ing may be impressed. The two lower points of the 
star are provided with extensions that fold back so 
that the star may be stood up. * * * 

* * * * * 


The registration of the photograph itself is not of 
any interest to our client, since the particular photo- 
graph on the device which was sent you is simply a 
sample chosen for illustrative purposes. What we 
contend as a work of art for which copyright protec- 
tion is sought, is the configuration of the blank and 
its general coloring and layout scheme. 


Defendant admits that in a letter dated January 13, 
1955, he again refused registration of Exhibit A as claimed 
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on the ground “that the configuration involved here, the 
general coloring and layout scheme” are not protectible 
under the Copyright Act as the “writing of an author’ or, 
more particularly, as a “work of art.” 

Further answering, defendant asserts that Exhibit A 
as claimed by the plaintiffs is not a “work of art” under 
Section 5 of the Copyright Act, and that plaintiffs’ claim 
for such device is not entitled to registration by the Reg- 
ister of Copyrights under the Copyright Laws of the 
United States. 

Further answering, defendant asserts, with respect to 
Exhibit A, that “the configuration of the blank and its 
general coloring and layout scheme” do not constitute the 
“writing” of an author or represent matter properly copy- 
rightable under the Constitution and laws of the United 
States. 

Further answering, defendant asserts that plaintiffs’ 
device—“a Self-supporting star-shaped photograph bear- 
ing phonograph record”—is not, as claimed by the plain- 
tiffs, the “writing” of an author under the Constitution 
and laws of the United States, but rather represents an 
ornamental design for an article of manufacture, as shown 
by the design patent application of the plaintiff Celia R. 
Fiddler, Serial No. 38,467, filed in the United States Patent 
Office on October 20, 1955. This design patent application, 
of which a duly certified copy is ready in Court to be pro- 
duced, shows a design similar in all respects to Exhibit A. 

Further answering, defendant asserts that plaintiffs’ 
picture-bearing phonograph record Exhibit A, as urged by 
plaintiffs herein, is not a “writing” within the meaning of 
the Copyright Laws but rather constitutes a mechanical 
structure designed for use in itself. Plaintiff Celia R. 
Fiddler so admits, for she filed a mechanical patent ap- 
plication, Serial No. 540,818, in the United States Patent 
Office on October 17, 1955, a duly certified copy of which 
application is ready in Court to be produced. This me- 
chanical patent application is entitled “Picture Bearing 
Phonograph Record” and discloses and claims the me- 
chanical structure of Exhibit A, namely, a five pointed 
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star upon the face of which is provided an area in which 
a photograph is placed and over which a phonograph re- 
cording may be impressed with the two lower points of the 
star provided with extensions that may be folded back so 
that the star may be stood up. 

Further answering, defendant alleges, upon informa- 
tion and belief, that the picture-record device Exhibit A, 
as claimed by plaintiffs, is not the “writing” of an author 
and therefore not susceptible of protection under the copy- 
right laws, because said device is an article of manufacture 
and constitutes an independent mechanical element of a 
machine. 

Further answering, defendant asserts that mechanical 
devices similar to Exhibit A for many years have been the 
subject of protection as design and mechanical patents. By 
way of example, the following United States and foreign 
expired and unexpired patents are enumerated: 


Number Date Patentee Subject Matter 
Des. 51,286 Sept. 18,1917 N. Newell as a or Photograph 
rame 

96,708 Aug. 27,1935 G. Stephan Picture Frame 

“ 117,584 Nov. 14, 1939 <A. Sova Combination Picture and 
Music Record and Sup- 
port for Same 

“ 141,605 June 19, 1945 J.W.MclIntyre Picture Frame 

“ 433,635 Aug. 5, 1890 F.M. Turck Stand for Tablets or 
Calendars 

“ 651,349 June 12,1900 £E.T. Gibson Self Supporting Card 

“ 964,826 July 19,1910 P.R. Warren Display Holder 

“ 1,282,011 Oct. 15,1918 E.L.Aikenetal Production of Sound 
Records 

“ 1,361,981 Dec. 14,1920 F.A.Goodnow Exhibiting Device 

“ 1,399,757 Dec. 13,1921 V.H.Emerson Phonographic Tablet 

“ 1,477,117 Dec. 11,1923 S.A.Gleason Advertising Device 

“ 1,479,847 Jan. 8, 1924 E. A. Widmann Method of Producing 
Phonograph Records of 
Speci 

“ 1,541,002 June 9, 1925 L. J.Shramek Foldable Form 

“ 1,635,862 July 12,1927 R. Quait, Jr. Phonograph Record and 
Method of Producing the 
Same 

“ 1,704,561 March 5, 1929 G. F. Egan Display Device 

“ 2,293,301 Aug. 18,1942 D.H. Mitchell Picture Frame Having a 
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Number Date Patentee Subject Matter 
Des. 1,479,794 Jan. 8, 1924 V. H. Emerson Phonograph Record 
Device 
“ 2,314,417 Mar. 23,1943 R. Neal Picture Frame 





2,401,615 June 4, 1946 E.C. Chittum Display Card 


2,505,787 May 2, 1950 M. Munkacsi Photograph-Phonograph 


et al Record Combination 
2,528,610 Nov. 7, 1950 T. F. Saffady Sound Record Disk 
2,652,653 Sept. 22,1953 D.C. Ober Display Attachment for 
Electric Light Bulbs 
(Acc.) 
16,129 Sept. 14,1905 M. Thomas Improvements in 
(Br.) (Delivered) Phonogram Cards 
677,690 Dec. 18,1929 E. Prior Disque photographique et 
(Fr.) son procede de fabrica- 
tion 


Further answering, defendant asserts, upon informa- 
tion and belief, that the five-pointed star of Exhibit A con- 
stitutes a well-known symbol and is not susceptible of 
copyright as such; nor is mere coloring of the star copy- 
rightable; nor is the idea copyrightable of positioning a 
photograph on the star and impressing on it a desired 
phonograph recording; nor is a phonograph record copy- 
rightable; nor is the idea copyrightable of providing a 
well-known five-pointed star with legs which can be folded 
back so that the star may be stood up. 

Further answering, defendant asserts, upon informa- 
tion and belief, that plaintiffs’ Exhibit A, as urged by 
plaintiffs for copyright registration, lacks the originality 
required by the Copyright Laws and; moreover, is based 
on matter in the public domain and not susceptible of pro- 
tection under the Copyright Laws. 

And now having fully answered the complaint, de- 
fendant prays that said complaint be dismissed with all 
costs of proceedings against the plaintiffs. 


S/ O iver GascuH, 
United States Attorney, 
S/ Catuerine B. KEieEy, 
Assistant United States Attorney, 


H. L. Goprrey, 
Attorney, Department of Justice. 
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PRETRIAL PROCEEDINGS. 
(Dated May 20, 1957.) 


STATEMENT OF NATURE OF CASE: 


Pretrial statements of parties hereto attached and 
made part hereof by reference. 

Action by Pltfs. claiming to be joint owners of a pic- 
ture record device called “Self-Supporting Star Shaped 
Photograph Bearing phonograph records” seek an order 
declaring that said device described as Exhibit A is a work 
of art and entitled to be registered as such under the copy- 
right laws of the U. S. Ps further seek an order com- 
pelling D to register Exhibit A on Form G as a work of 
art. Ps assert that they have complied with all of the 
statutory requirements prerequisite to obtaining such reg- 
istration. 

D contends that complaint fails to state a cause of 
action and that Court is without jurisdiction to grant 
relief. D further asserts that Exhibit A is not the “Writ- 
ing of an author” under Article 1, section 8 of the Con- 
stitution or more particularly a work of art under Sec. 
5 of Title 17, U.S. C. D has offered to make registration 
of Exhibit A on Form J as a photograph but Ps made no 
claim to copyright in the photograph text or phonograph 
record on this device. D also asserts that Ps have failed 
to comply with statutory requirements for publication or 
registration and that its action in refusing registration is 
required by statute. 

In Further elucidation of its contention reference is made 
to D’s pretrial statement. 

D’s pretrial statement and also statement of nature of 
case are both incorporated herein by reference. 

Stipu.tations: D’s request for stipulations are all 
agreed to with the following condition: As to 3(b) that 
access to certified copies of application for patents referred 
to therein shall be restricted for use to the parties herein 
and to the court. 
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It is agreed that D may move for summary judgment 
but that copies of the applications will not be filed with 
said motion but may be filed separately with the Court 
subject to the above restriction. 

References of record, referred to Para. 7 of the an- 
swer may be received without formal proof. 

Applications for registration of a copyright of photo- 
graphs of eight stars as indicated in P’s requested stipula- 
tions may be received without formal proof. Newspaper 
article covering commercial sales of records pursuant to 
Exhibit A may be received without formal proof subject 
to objections as to relevancy and materiality. Said article 
portrays a photograph of Exhibit A. 

Parties agree that photographs from various books, 
newspapers, periodicals and other publications may be 
received without formal proof subject to relevancy and 
materiality and subject to notice to the other parties as to 
what is to be offered. 

D also asserts as a defense that the copyright claimed 
under Exhibit A has been lost by publication without the 
copyright notice as required by the statute, which Pltf. 
denies. 


YOUNGDAHL, 
Pretrial Judge. 
Dated May 20, 1957. 


AFFIDAVIT OF CELIA R. FIDDLER. 
(Filed August 27, 1957.) 

State or New York, 
County or New York, ss. 

Cerra R. Frppuer, being duly sworn, deposes and 
says: 

1. I am the Celia R. Fiddler who is one of the plain- 
tiffs in the above entitled action. I am a citizen of the 
United States and currently reside at Peter Stuyvesant 
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Hotel, 86th Street, Central Park, West, in the City and 
State of New York. 

2. I make this affidavit in support of plaintiffs’ mo- 
tion for summary judgment in said action. 

3. That in the late spring and summer of 1955 I sought 
to design a paperboard disc covered with plastic upon 
which could be impressed a recorded message adapted to 
be played back by a phonograph machine. As a conse- 
quence of my efforts along these lines, by the summer of 
1955, I succeeded in creating the design for a record disc 
in the form of Exhibit A to the complaint in said action. 
The specific design of Exhibit A, I did not copy from any- 
thing. 

4. After the design of Exhibit A was agreed upon by 
myself and David H. Bailie, who had been backing me 
financially in this venture, we had several hundred of 
paperboard “blanks” made up according to this design, 
and these were laminated with cellulose acetate to enable 
them to receive a phonographic recording. The Exhibit A 
discs were then submitted to counsel, Toulmin & Toulmin, 
of Dayton, Ohio, who advised me that before any of these 
discs should be distributed, they should be provided with 
the copyright notice which appears on the back of Ex- 
hibit A. Such notices were thereupon separately made 
up and pasted upon each disc handed out. 


5. The actual photograph placed on the paperboard 
backing of Exhibit A was not one of any Hollywood or 
other “Star,” but simply a photograph of an individual 
who served as a model. The text on the back of Exhibit 
A is fictional, and the recorded message was created solely 
for illustrative purposes. Exhibit A discs, therefore, were 
not intended to be sold to anyone, nor were any actually 
sold. Instead, they were employed as samples shown to 
persons whom I sought to interest in my plan of operation 
(e.g. actual “Stars,” agents, motion picture studios and 
others). 


6. All rights which Mr. Bailie and I owned in the 
Star-Talk record disc were exclusively licensed to Star- 
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Talk, Inc., an Ohio corporation, created in October, 1955, 
and owned by Mr. Bailie and myself. Through Star-Talk, 
Inc. Mr. Bailie and I have conducted all subsequent busi- 
ness relating to sales of discs of the configuration of Ex- 
hibit A and of other configurations. 

7. Ultimately, contractual arrangements were entered 
into by Star-Talk, Inc. with actual Hollywood and other 
“Stars,” and discs of substantially the same configuration 
as said Exhibit A to the complaint (e.g. Exhibits B, C, D, 
E, F, G, H and I annexed hereto) were manufactured for 
sale to the public. These were placed on the market be- 
ginning in December, 1956. 

8. Further annexed hereto as Exhibit J is a recapitu- 
lation of sales to date by Star-Talk, Inc. of the Exhibits 
B, C, D, E, F, G, H and I dises. 

Further deponent saith not. 


Cerra R. Frpier. 
(Jurat omitted.) 


EXHIBIT J. 
Recapitulation of Sales of Star-Talk, Inc. of the Discs 
(Exhibits B, C, D, E, F, G, H, and I). 
(Filed August 27, 1957.) 


Number of 
Records Sold 
Exhibit B Sal Mineo 3,042 
Exhibit C Janet Leigh 1,850 
Exhibit D Jane Russell 1,177 
Exhibit E Jack Lord 540 
Exhibit F Cliff Robertson 886 
Exhibit G Rise Stevens 617 
Exhibit H Vaughn Monroe 527 
Exhibit I Johnny Desmond 1,250 
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PLAINTIFFS’ MOTION FOR SUMMARY JUDGMENT. 
(Filed August 27, 1957.) 


Upon the basis of the pleadings, the pre-trial state- 
ment, stipulations, affidavit of Celia R. Fiddler, exhibits 
of record herein, plaintiffs move for a summary judg- 
ment declaring that Exhibit A to the complaint constitutes 
a “work of art” as that term is employed in Section 5(g) 
of the Copyright Law of the United States (17 U.S. C.), 
and that plaintiffs, upon complying with the applicable 
provisions of said Law, are entitled to have their copy- 
right on said “work of art,” registered by defendant; and 
further that defendant accordingly be directed to effect 
the registration heretofore sought by plaintiffs. 

This motion is made upon the ground that it appears 
from the aforesaid items of record that there is no dispute 
between the parties as to any material fact and that plain- 
tiffs are entitled to judgment herein prayed as a matter of 
law, for the reasons explained in the accompanying memo- 
randum of points and authorities. 


Plaintiffs request oral hearing on this motion. 


TouLMIN & TouLMIN, 
By H. A. Toutmon Jr. 


DEFENDANT’S MOTION FOR SUMMARY JUDGMENT 
OR, IN THE ALTERNATIVE, TO DISMISS. 


(Filed September 11, 1957.) 


Comes now the defendant, by his attorney, the United 
States Attorney, and moves this Honorable Court for sum- 
mary judgment herein, or in the alternative, to dismiss, 
for the reason that there exists no genuine issue of ma- 
terial fact and upon the ground that plaintiffs’ Exhibit A, 





18a Defendant’s Motion for Summary Judgment 


for which registration is demanded, is not a “writing” 
under Article 1, Section 8 of the Constitution nor a “work 
of art” under Title 17, United States Code, and upon the 
further ground that plaintiffs failed to comply with the 
provisions of the Copyright Act, and defendant is entitled 
to judgment as a matter of law. A copy of defendant’s 
Memorandum In Support Of Motion For Summary Judg- 
ment, Or In The Alternative, To Dismiss, And In Opposi- 
tion To Plaintiffs’ Motion For Summary Judgment, to- 
gether with the exhibits listed hereinafter, are attached 
hereto and made a part of this motion. The said exhibits 
are listed as follows: 
A. Deposit copy. 
Al. Application Form G. 
Bl. Letter to the Register of Copyrights, October 
14, 1955. 
B2. Letter to Toulmin & Toulmin, from Chief, Ex- 
amining Division, December 8, 1955. 
B3. Letter to the Register of Copyrights, December 
13, 1955. 
B4. Letter to the Register of Copyrights, December 
22, 1955. 
B5. Letter to Toulmin & Toulmin, from Chief, Ex- 
amining Division, January 13, 1956. 
Cl. Directions for Securing Copyright—1895. 
C2. Rules and Regulations, Bulletin No. 15—1910. 
C3. Regulations in effect from 1955 to 1956. 
C4. Regulations effective 1956 and still in effect. 
C5. Circular No. 3B, No Copyrightable Matter— 
October, 1954. 
C6. Circular No. 31, Ideas, Plans, Methods, or 
Systems—June, 1956. 
C7. Circular No. 32, Blank Forms and Other Copy- 
rightable Works—June, 1956. 
C8. Circular No. 46, Commercial Prints and Labels 
—September, 1955. 
C9. Circular No. 58, Musical Compositions— 
February, 1957. 
C10. Circular No. 85, Device Circular—June, 1944. 
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H2. 


H3. 





Registered application Jp. 5166 


Jp. 5167 
44 ig Jp. 5168 
™ vi Jp. 5169 
si i. Jp. 5170 
- = Jp. 5171 
- - Jp. 5172 
“ a Jp. 5173 
« ag Jp. 5174 
. Deposit Jp. 5166 
i: Jp. 5167 
re Jp. 5168 
- Jp. 5169 
= Jp. 5170 
= Jp. 5171 
i) Jp. 5172 
a Jp. 5173 
= Jp. 5174 


Deposit H 1723: Mazer v. Stein, 347 U. S. 201 
(1954). 

Bleistein v. Donaldson Lithographing Company, 
188 U. S. 239 (1903): 

Library of Congress Collections—Spectacular 
Ballet. 

Description of Spectacular Ballet Design. 
Library of Congress Collections—Stirk Family. 
Description of Stirk Family Design. 

Library of Congress Collections—Classic, 
Chaste, etc. 

Description of Statuary Act Design. 

Deposit KK 24391—1944: Forstmann Woolen 
Co. v. J. W. Mays, Inc., 89 F. Supp. 964 (E. D. 
N. Y., 1950). 

Design Patent Application, Serial Number 
38,467. (for court use only) 

Mechanical Patent Application, Serial Number 
540,818. (for court use only) 

Instrument Recorded in Patent Office, October 
20, 1955. 
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H4. Instrument Recorded in Patent Office, Novem- 
ber 7, 1955. 
J1. The twenty-four United States and foreign ex- 
to _ pired and unexpired patents listed in defend- 
J24. ant’s Answer. 
O Iver GAScH, 


United States Attorney, 


Epwarp P. TRoxELL, 
Principal Assistant United States 
Attorney. 
E. Ritey Casey, 
Assistant United States Attorney. 


Rosert J. ASMAN, 
Assistant United States Attorney. 
Of Counsel: 
H. L. Goprrey, 
Attorney Department of Justice. 
ABRAHAM L. KAMINSTEIN, 


Chief, Examining Division, 
Copyright Office. 
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EXHIBIT B-2. 


Letter, Dec. 8, 1955, Copyright Office to 
Toulmin & Toulmin. 


COPYRIGHT OFFICE 


Tue Lrprary OF CONGRESS 
Washington 25, D. C. 


Office of the 
Register of Copyrights 
KM: dmm 
Dec. 8, 1955 


Toulmin & Toulmin 
308 West First Street 
Dayton 2, Ohio 


Gentlemen: 


We wish to apologize for our delay in answering your 
letter of October 14, 1955 enclosing an application on 
Form G for registration of a claim to copyright in a work 
entitled Sexr-SupporTING STAR-SHAPED PHOTOGRAPH 
BEARING PHONOGRAPH REcorpD, a copy of the work and a 
fee of $7.00. 


We regret that we cannot accept this work for regis- 
tration in Class G since it is not a work of art within the 
meaning of the copyright law. In order to be so regarded a 
work must contain a certain minimum amount of original 
pictorial material. 

Moreover, the idea of a “picture-record device” which 
consists of a self-supporting star-shaped photograph in- 
corporating a record of a song by the singer portrayed in 
the photograph, is not subject-matter for copyright. 

We will, however, consider for registration a claim in 
this photograph in Class J. As you know, any protection 
secured will not extend to the record itself. 


Exhibit B-3 

Under the circumstances, we are returning your ma- 

terial. Your remittance will be forwarded in due course. 
Sincerely yours, 


ABRAHAM L. KAMINSTEIN 
Chief, Examining Division 
By: L. A. 
Enclosures: 


Appl. & copy ret’d. 
Assignment ret’d. 

Under separate cover: 
Tr. Ck. $7.00—in due course. 
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Letter, Dec. 13, 1955, Toulmin & Toulmin to Register 
of Copyrights. 


December 13, 1955 


Register of Copyrights 
Washington 25, D. C. 


Attention: Abraham L. Kaminstein 
Chief, Examining Division 
Re: Application of Celia Rita Fiddler 
and David H. Bailie for registration 
of copyright in Class G. 
Sir: 

We have your letter of December 8, 1955 in which 
you advise that you cannot accept the SeLF-SuPPORTING 
STAR-SHAPED PHOTOGRAPH BEARING PHONOGRAPH RECORD 
which we sent you in our letter of October 14, for regis- 
tration as a work of art in Class G. 

Reconsideration of this decision is respectfully re- 
quested. The work of art for which copyright protection 
is sought is the actual shaping of the record blank itself. 
This comprises a five point star upon the face of which is 
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provided an area in which a photograph is placed and over 
which a phonograph recording may be impressed. The 
two lower points of the star are provided with extensions 
that fold back so that the star may be stood up. We do 
not understand why this particular configuration is any 
less entitled to protection under the copyright laws than 
the statuette which was the subject of the decision of the 
Supreme Court of the United States in the recent case of 
Mazer et al. v. Stein et al., 347 U. S. 201. 

In this case, Mr. Justice Reed stated for the Supreme 
Court: “It is clear Congress intended the scope of the 
copyright statute to include more than the traditional fine 
arts.” 

It seems to us that the original manner in which the 
applicants have laid out the present subject is copyright- 
able subject matter. 

The registration of the photograph itself is not of any 
interest to our client, since the particular photograph on 
the device which was sent you is simply a sample chosen 
for illustrative purposes. What we contend as a work of 
art for which copyright protection is sought, is the con- 
figuration of the blank and its general coloring and layout 
scheme. 

Weare, therefore, returning to you the particular item 
which was sent to you with our October 14 letter, the 
application, and the assignment. 

We ask that you retain the remittance which we 
sent with our previous letter to be applied in payment of 
the fees required for registration of this work of art. 

Respectfully, 
Encl.—Application, 
Assignment, 
SELF-SUPPORTING STAR- 
SHAPED PHOTOGRAPH BEARING 
PHONOGRAPH RECORD 
cc—David H. Bailie 
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EXHIBIT B-5. 


Letter, Jan. 13, 1956, Copyright Office to Toulmin 
& Toulmin. 


COPYRIGHT OFFICE 


Tue Lrsrary OF CONGRESS 
Washington 25, D. C. 


Office of the 
Register of Copyrights 
ALK: fhw 
Jan. 13, 1956 


Toulmin & Toulmin 
Toulmin Building 
308 West First Street 
Dayton, Ohio 
Re: Celia R. Fiddler and 
David H. Bailie 


Gentlemen: 


In response to the request for reconsideration in your 
letter of December 13, 1955, we have reviewed the appli- 
cation for registration of a claim to copyright on Form G 
for SELF-SUPPORTING STAR-SHAPED PHOTOGRAPH BEARING 
PHONOGRAPH RECORD. 

Your letter states, “The work of art for which copy- 
right protection is sought is the actual shaping of the rec- 
ord blank itself. This comprises a five point star upon 
the face of which is provided an area in which a photo- 
graph is placed and over which a phonograph recording 
may be impressed. The two lower points of the star are 
provided with extensions that fold back so that the star 
may be stood up.” You believe that this work is just as 
much entitled to protection as the Mazer statuettes. 


In the Mazer case, the real argument revolved around _ 


the question of whether the use or intended use of a copy- 
rightable work bars or invalidates the registration. The 
Supreme Court decided that it did not; there was no real 
question as to whether the work in question, a statuette, 
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was a work of authorship or copyrightable as a work of 
art. As to the fine arts, the Copyright Office in 1948 in- 
dicated, and the Supreme Court in the Mazer case decided 
that the Act was not so limited. 

The fact that a work is original does not automatically 
make it copyrightable. Slogans may be original, but the 
courts have refused to protect them under the copyright 
law. We regret that we do not believe that the configura- 
tion involved here, the general coloring and layout scheme 
are either the protectible “Writing of an author” or a 
“work of art” under the statute. 

The application and copy will be filed without action. 
We shall be glad to record the assignment if you still wish 
us to do so. 


Sincerely yours, 
ABRAHAM L. KAMINSTEIN, 
Chief, Examining Division. 
Enclosures: 


Ck. $7.00 ret’d. 
Assignment 
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TRANSCRIPT OF HEARING ON MOTIONS FOR 
SUMMARY JUDGMENT. 


Washington, D. C. 
Tuesday, September 17, 1957 


The above-entitled matter came on for hearing of a 
motion of plaintiffs for summary judgment, before Judge 
F. Dickinson Letts at 10:40 a. m. 


APPEARANCES: 
On behalf of the plaintiffs: 
WiritiaM H. Pavitt, Jr. 


On behalf of the defendant: 


Rosert J. ASMAN, JR., Assistant 
United States Attorney. 


Howarp L. Goprrey, Assistant Chief, 
Patent Section, Civil Division, 
Department of Justice. 


ABRAHAM L. KamiInstTEIN, Chief, Examining 
Division, Copyright Office. 


(2) 
PROCEEDINGS. 
The Deputy Clerk: No. 6, Bailie et al. v. Fisher. 


The Court: I see on my calendar plaintiffs’ motion 
for summary judgment, and also find in the file that there 
is a summary judgment, motion for summary judgment or, 
in the alternative, for leave to dismiss the complaint. The 
latter motions are not on the calendar this morning. 

Mr. Pavitt: These are cross-motions, and they in- 
volve the same issues, if Your Honor please, and they 
could be heard as far as we are concerned. 

Mr. Asman: They were intended to be, Your Honor, 
and I am sure we filed a motions card. It is possible that 
they assumed that the one motion would cover the whole 
thing. There are cross-motions for summary judgment, 
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Your Honor, the defendant’s motion being an opposition in 
addition to that. 

Mr. Pavitt: That is right. 

The Court: Well, counsel agree that both motions are 
now before the Court? 

Mr. Asman: If the Court please, I would like to have 
it heard. 

Mr. Pavitt: That is agreeable, yes. 

The Court: Very well, then. 

Mr. Pavitt: My name is Pavitt, sir, from Dayton, 
Ohio. We represent the plaintiffs in this case. 

(3) The Court: Are you a member of the court? 

Mr. Pavitt: I am, Your Honor. 

The Court: This Court? 

Mr. Pavitt: Yes, Your Honor. I was admitted in 1948. 

This action is in the nature of a declaratory judgment 
suit and request for relief in the nature of mandamus to 
compel the Register of Copyrights to register as copy- 
righted subject matter under the statute, what we con- 
tend to be a work of art, in this particular item here (in- 
dicating), which I have taken the liberty of laying before 
you on the clerk’s desk. 

The Court: Yes. 

Mr. Pavitt: Actually, it contains a photograph, as 
Your Honor may observe. There is on the face of this item 
an actual recording, capable of having, so the item may 
be flattened out and laid upon a record-player, and it 
produces a sound message which is recorded on that. 

In seeking to copyright this, we do not care about 
copyrighting the photograph per se, nor is there any in- 
tent to copyright the recording itself. We are simply at- 
tempting to obtain a copyright of this particular con- 
figuration as a work of art under the statute. 

Now, the answer of the defendant Register of Copy- 
rights in this case raised some questions about the juris- 
diction of the Court; but in the motion, cross-motion which 
was (4) filed, and the memorandum of points and au- 
thorities, I have seen nothing which questions it, pursues 
that further. 
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Is that correct, Mr. Asman? 

Mr. Asman: I think the opposition speaks for itself, 
as well as the answer, Your Honor, speaks for itself. No 
jurisdictional question has been raised in the respect which 
he considers it to be a jurisdictional question, Your Honor, 
in our motion for summary judgment. 

The Court: Well, your motion is in the alternative? 

Mr. Asman: Yes. 

The Court: You also move to dismiss. 

Mr. Asman: That is correct, Your Honor. 

The Court: Is that one of the points? 

Mr. Asman: That is right, Your Honor. 

The Court: Well then, it is in question this morning, 
isn’t it? 

Mr. Asman: That is one of the points. The jurisdic- 
tional features of the case are in question, Your Honor, 
with respect to the Court’s review of a function of the 
Register of Copyrights. Counsel contends, Your Honor, 
that mandamus lies, that declaratory judgment lies, and 
we have seen fit in our opposition to distinguish those 
points. I suggest that if counsel feels that we are con- 
ceding this point, he is in error, and I think he should 
pursue his case along lines which he believes to be proper. 

(5) Mr. Pavitt: Very well. 

In reading over the respondent’s points and authori- 
ties here, we did not observe any discussion of the juris- 
dictional question. That is why I made that statement. 
The matter of jurisdiction has been covered, however, in 
our own memorandum, and we will stand on that. 

We might cite, in addition, the case which was cited 
in the defendant’s memorandum here, Bouve v. Twen- 
tieth Century-Fox Film Corporation, 122 Fed. 2d 51. That 
case is cited in the defendant’s memorandum of points and 
authorities. In that case, the Court of Appeals for this 
district did hold that the refusal to grant a copyright was 
reviewable, and they held in that case that it was founded 
on a clearly erroneous conclusion of law, and that the 
material deposited with the Register of Copyrights was a 
book. There was an issue there as to whether material 
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which had been put together in a bound volume and com- 
prised a series of articles was a book or was not. 

It seems to me that this is a very good authority, 
sustaining the jurisdiction of this Court, in addition to the 
other authorities which we have set forth in our memo- 
randum. 

The Court: Gentlemen, how much time are we going 
to need to argue this matter? 

Mr. Pavitt: About ten more minutes, Your Honor, for 
(6) mine. 

The Court: And how much time will the opposition 
take? 

Mr. Asman: The time that I take, Your Honor, will 
fairly closely conform to the time that counsel takes for 
his argument. 

The Court: Very well. 

Mr. Pavitt: Now, the question here, then, is, as we 
see it, a question of law as to whether this is a work of 
art under the statute. In that connection, we would like 
to refer Your Honor to the exposition as to what consti- 
tutes a work of art in the Supreme Court case of United 
States v. Perry, which is cited in our memorandum, 146 
U. S. 71. There, Mr. Justice Brown divided works of art 
into four categories. The first one, he said: 

“The fine arts, properly so-called, intended solely 
for ornamental purposes, and including paintings in 
oil and water, upon convas, plaster, or other ma- 
terial, and original statuary of marble, stone, or 
bronze.” 


The second category was: 

“Minor objects of art, intended also for orna- 
mental purposes, such as statuettes, vases, plaques, 
drawings, etchings, and the thousand and one articles 
which pass under the general name of bric-a-brac and 
are susceptible of an indefinite reproduction from 
the original.” 


The third category is: 
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(7) “Objects of art which serve primarily an 
ornamental and incidentally a useful purpose, such 
as painted or stained glass windows, tapestry, paper 
hangings, etc.” 

The last category is: 
“Objects primarily designed for a useful purpose” 
—such as this (indicating)— 

“but made ornamental to please the eye and 
gratify the taste, such as ornamented clocks, the 
higher grade of carpets, curtains, gas fixtures, and 
household and table furniture.” 


That was a Supreme Court case a long time ago, 
which considered this question of what a work of art was, 
in connection with a customs matter. Construing the par- 
ticular customs statute, it held that the items there, cer- 
tain stained glass windows, were not works of fine arts 
and subject to the lesser duty, but nevertheless the justice 
there did lay before the reader of the opinion what his 


idea was of works of art. 

We also have of interest here the regulations of the 
Copyright Office itself which were in effect at the time 
that the application for registration of the copyright on 
this as a work of art was filed. 

The Court: That is referred to in your memorandum? 

Mr. Pavitt: This was not referred to in our memo- 
randum. This was presented by the defendants in their 
memorandum, (8) and I am referring to it here. 

The Court: They refer to the matter that you propose 
to read? 

Mr. Pavitt: Yes, Your Honor. This is introduced by 
defendants. 

The Court: All right. 

Mr. Pavitt: In connection with their counter-motion. 
They say: 

“Work of Art—Class G—In General. This class 
includes works of artistic craftsmanship insofar as 
their form, but not their mechanical or utilitarian 
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aspects are concerned, such as artistic jewelry, 
enamel, glassware, and tapestries, as well as all works 
belonging to the fine arts, such as paintings, draw- 
ings, and sculpture. Works of art and models or de- 
signs for works of art are registered in Class G,” 


and so forth. 

Now, it is interesting to note that this application was 
filed in October of 1955, and in the following year the 
regulations of the Copyright Office were apparently 
changed to try to exclude an item such as this. This is 
also part of defendant’s exhibits introduced here. 

They have now added a paragraph here on Class G 
in which they say, under 202.10(c): 

“When the shape of an article is dictated by or 

(9) is necessarily responsive to the requirements of 

its utilitarian function, its shape, though unique and 

attractive, cannot qualify it as a work of art. 
“If the sole intrinsic function of an article is in 
its utility, the fact that it is unique and attractively 


shaped will not qualify it as a work of art. However, 
where the object is clearly a work of art in itself, the 
fact it is also a useful article will not preclude its 
registration.” 


It appears to us, in consideration of the two and the 
timing of this application, that the Register has attempted 
to close the door on us here, but we say it is too late. 

There is another item of interest which we will have 
to ask Your Honor to take judicial notice of, because I 
just discovered it the other day, and that is a bill which 
was introduced in Congress by Mr. Willis of the House of 
Representatives on July 23, 1957, by request. This is a 
very interesting document. It was introduced at that time 
at the request of the patent coordinating council in an 
effort to review or rather to legislate broadly on the whole 
subject here, and to try to reconcile the questions which 
are involved where you have something which has cer- 
tain patent aspects to it and possibly certain copyright 


aspects. 
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In this bill, they would amend the copyright law by 
adding a paragraph that: 

(10) “An ornamental design of a useful article shall 

not be subject to copyright under the provisions of 

this title.” 
In other words, this would be Congress’ effort now to deal 
with this situation; but it is, again, after the fact. 

I understand that this Patent Coordinating Council 
has worked with the Government agencies in an effort to 
legislate thoroughly on the whole subject. But our posi- 
tion is that this is a work of art as under the statutes at 
the time we filed it, and that we are entitled to have it 
registered under the law as it stood, not under the law as 
people are trying to amend it in the last two years since 
we filed the application. 

Now, there is one main authority to which we invite 
Your Honor’s attention, and that is the Supreme Court 
case of Mazer v. Stein. It is not a case which I can review 
thoroughly. It is one that is a cornerstone case on this 
subject, which deals with the objects of art which have 
certain design patent aspects. But the Supreme Court 
there did hold that the fact that an article might also be 
patentable did not preclude it from being subject to copy- 
right. 

That was discussed in the opinion by Mr. Justice 
Reed, where, in that case, statuettes were involved which 
had been copyrighted, and then were used as lamp bases. 
The forms of these statuettes were worked into a lamp 
base. The Supreme (11) Court held: 

“We do hold that the patentability of the statu- 
ettes fitted as lamps or unfitted does not bar copy- 
right as works of art.” 


So that the utilitarian aspects of this device here, we say, 
under the Supreme Court case, does not bar, do not bar it 
from being subject to copyright. 

Now, there are a few minor technical questions which 
were raised in the defendant’s memorandum of points and 
authorities. One of them is that this does not have any 
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originality, because they have cited numerous patents 
which show stars. 

The Court: Tell me again just what you claim. 

Mr. Pavitt: We claim that this configuration of this 
device right here as it stands is a work of art and is sub- 
ject to copyright. 

The Court: Well, in what respect? Hold it up and 
show me. 

Mr. Pavitt: It is the ability of this thing to be set up 
and— 

The Court: You mean turning the bottom in so it will 
stand up? 

Mr. Pavitt: That is right, so that when it is turned in, 
we say that that in itself is a work of art. 

The Court: That is not in view, so how would that be 
(12) a matter of art? 

Mr. Pavitt: The whole feature of the star and the 
device itself as it stands can be in view. I mean, that is, 
it is the whole thing. 

The Court: But you are only claiming that by turn- 
ing the bottom open so it will sit down, it becomes a work 
of art. 

Mr. Pavitt: No. Well, yes, that is right. I mean, set- 
ting it up in this way makes it a work of art. And to sup- 
port our contention there, we submitted with our motion— 

The Court: Suppose you tacked it up or nailed it up, 
wouldn’t that be about the same thing? 

Mr. Pavitt: No, if it were not in this particular con- 
figuration, we would not claim that it is a work of art. I 
mean it is the little, the way the thing sets up by itself. 

To show Your Honor works of art, we attached to 
our motion photographs of a number of so-called works 
of art which appeared in books. If Your Honor will ex- 
amine these documents, I am sure that you will see that 
what we are contending is a work of art, certainly com- 
pares favorably from an esthetic standpoint with the Ex- 
hibit A which is before Your Honor now. 

Now, the item has originality; the patents which are 
cited shows stars but they do not show anything set up in 
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this manner. Under the Gerlach case which we cited, 
from (13) the Second Circuit, and other cases there, you 
do not have to have the inventiveness that you do in the 
case of a patent. Simply originality of this creation is all 
that is required. 

As to the protection I mentioned, we are not seeking 
protection of the photograph per se in the application 
which is before Your Honor. We have other applications 
for the mere photographs themselves. The copyright of- 
fice will copyright photographs per se. But we are trying 
to copyright the entire creation. 

The item, there is a technical point raised by the 
notice of copyright. This particular object, as is explained 
in one of the affidavits, was merely for illustrative pur- 
poses. This is not a real star. This is not a true message. 
I mean it is simply fictional for the purposes of illustra- 
tion. After this was used, there were a number of real 
stars whose exhibits are also attached to our motion. But 
this was simply for illustrative purposes, and it was not 
sold. 

So the question is, whether or not it was published. 

Well, it is our position that it is either copyrightable 
under Section 10, being published with this notice which 
was pasted on it, and the item distributed, or else it was 
an unpublished work, and as such, published under the 
provision of the statute which dealt with unpublished 
works. 

(14) So the last question that was raised concerned a 
newspaper article which wrote up the creation and the 
business, and in the newspaper article, they photographed 
this item, and the defendants are claiming that the news- 
papers’ photographing that constituted a publication with- 
out notice. 

We say that is a rather absurd contention, because 
that would destroy the many books which you see in the 
Sunday papers that are written up. You take a photo- 
graph of the books, and you cannot see the copyright 
notice, because it is inside the cover, and they don’t open 
the book. So we think that is a rather absurd contention, 
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to say that when a newspaper comes along and makes a 
picture of something, that that tends to destroy the copy- 
right unless you put the copyright on the picture in the 
newspaper. 

That, then, is our position, Your Honor. 

Mr. Asman: May it please the Court, the principal 
contention of the Government in this case is that this star 
shape, not only through a common sense approach, is not 
a work of art, but that in addition, it is not a work of art 
under the Constitution, the statutes, the regulations, and 
the policy as established by the Copyright Office. 

Now, briefly, Your Honor, this star, with the record- 
ing impressed upon it and a photograph center on it, is a 
device which is used in this way. A fan, a so-called fan 
writes to one of his favorite movie stars, and the reply is 
an (15) offer to sell one of these devices. There is a mes- 
sage contained upon the phonograph record, from the star, 
meaning the actor, or whoever it might be. 

Now, the principal contentions based upon the orig- 
inal statement that I made, that the Government has in 
this case, are as follows: 

Firstly, Your Honor, copyright does not extend to 
systems, ideas, formats, arrangements, or phonograph 
records as such. 

The Government contends that this is every one of 
those things. It is a format, it is a system, it is really an 
idea. I don’t wish to deprecate the product itself from 
other aspects, but as a copyrightable matter it is nothing 
but those things which traditionally have been held not 
to be subject to being registered as a copyright. It is an 
arrangement, Your Honor. In addition to that, it is a 
phonograph record; and it is hornbook law, under copy- 
right law, that phonograph records are not subject to be- 
ing registered for copyright. 

In addition to that, Your Honor, it is not registerable 
as a work of art, under Title 17 of the United States Code. 

Now, the case cited, and the landmark case, and a 
recent case, cited by counsel, Mazer v. Stein, involved 
lamp bases which were statuettes, Your Honor. In the 
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Government’s exhibits with the motion, you will find that 
exhibit, but I (16) would like to pass this up to you, if the 
Court please, just to show you what they are referring to 
in that case. 

Now, that may not be the best work of art from the 
standpoint of beauty and art criticism, and so on, Your 
Honor, but the Copyright Office does not pretend to be 
the judge of the worth of the piece of art or work of art. 
It does not pretend, for example, to say that Van Gogh is 
better than Rembrandt if one of those should hapven 
along. All it says is that that complies with the regula- 
tions. 

Now, in the Mazer v. Stein case, the Copyright Office, 
the Government filed a brief as an amicus curiae, in which 
they urged copyrightability of that statute. But on the 
contrary, Your Honor, in this case they say that this star 
shape is very, very common design, that really it is in the 
public domain, and that as a consequence it is not copy- 
rightable. 

They have offered, nevertheless, Your Honor, to regis- 
ter the photograph as such for copyright purposes, be- 
cause traditionally it has also been held that a photograph, 
even if it is in artful, if you will, is subject to being copy- 
right. 

Now, the regulation which was cited in the Mazer v. 
Stein case—I think I would prefer, if the Court please, to 
read you a quotation which I think pretty clearly sets out 
what the function of the Register is: 

(17) “Individual perception of the beautiful is 
too varied a power to permit a narrow or rigid con- 
cept of art. As a standard we can hardly do better 
than the words of the present Copyright Office regu- 
lation, naming the things that appertain to the arts.” 


Now, I think the regulation has been read to Your 
Honor. I would like to read it again if I may, to empha- 
size it: 

“This class includes works of artistic craftsman- 
ship, insofar as their form but not their mechanical 
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or utilitarian aspects are concerned, such as artistic 
jewelry, enamels, glassware and tapestries, as well as 
all works belonging to the fine arts, such as paint- 
ings, drawings, and sculpture.” 


Now, this Court, this Court of Appeals in our district, 
Your Honor, in Bouve v. Twentieth Century-Fox had this 
to say: 

“It seems obvious also that the act establishes a 
wide range of selection within which discretion must 
be exercised by the Register in determining what he 
has no power to accept.” 


Sometimes that becomes difficult. And in those cases, 
Your Honor, the Register has taken a very liberal view- 
point toward the things that he will copyright. He has, 
however, determined that this is far from being some- 
thing that should be copyrighted under the statute and 
the regulations. 

(18) Other cases cited, Your Honor, can also be 
illustrated. I won’t take the time now. But the posters in 
the Bleistein case, for example, which was cited to support 
plaintiff’s proposition, allegedly supports it, were really 
circus posters and a painting. In that case, the court said, 
and Justice Holmes said, the fact that it happens to be an 
advertisement doesn’t preclude it from being copyright- 
able. It is a painting and a work of art. 

And the Forstmann Woolen case, Your Honor. In 
that case, it wasn’t a simple five-pointed star. It was a 
fleur de lis, a very, very fancy ornamentation. The court 
held that that was too much of a figure, a too common 
figure in the public domain, for any one individual to get 
a copyright on the shape and a monopoly on the shape. 

Now, general coloring and layout, Your Honor, are 
not protected by copyright, either. Counsel for plaintiffs 
have contended that they are entitled to copyright based 
upon the color in addition to the general layout, scheme 
and pattern. And the cases cited in our memorandum, in 
our brief, Your Honor, fully establish that such cannot be 
the case. 
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Finally, Your Honor, and I think the most persuasive 
point is this. Counsel has suggested that Mazer v. Stein 
indicates that that court held that if a thing is patentable, 
it is not necessarily not copyrightable. We don’t say that 
(19) should not be true, but we do say this: There may be 
things which are susceptible both of patent and copyright. 
But because one is patentable it is not necessarily copy- 
rightable. In fact, sometimes it should be just the op- 
posite, as it is with respect to this particular case. 

Now, patent applications have been filed by the plain- 
tiff in this case for this. The Government contends that 
this is his proper protection, but not copyright. If this is 
anything, it is a device, and devices as such are tradi- 
tionally subject to protection under the patent laws. 

I think this is the most persuasive point, Your Honor, 
and even if those flaps mean anything—as Your Honor has 
suggested, they do nothing but provide a means for hold- 
ing it up—they cannot take away the fact that this is a star 
shape and nothing but a star shape, which is a very com- 
mon design, and even a very young schoolchild could 
draw one, perhaps not perfectly. 

Now, Your Honor, the Government does not intend 
to abandon the rest of the points set out in the brief with 
respect to the technical requirements of notice and pub- 
lication. They are there, and we submit that they are part 
of this case. I won’t go into it in detail at this point. 

In addition to that, Your Honor, I should like to point 
out the very general statement that the construction of an 
act by an administering agency should be given great 
weight. 

(20) We have cited cases to support that contention, 
and we contend in addition that the decision of the Reg- 
ister of Copyrights in this case, not to register this for 
copyright, although he has offered to register the photo- 
graph, is not an abuse of discretion. 

Thank you. 

Mr. Pavitt: May I answer a couple of these points, 
Your Honor? 

The Court: Yes. 
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Mr. Pavitt: In the first place, we are not claiming any 
system here. We are not claiming any record. We are not 
claiming any photograph, per se. That we want to make 
very clear. 

The point about the Forstmann case which is cited in 
the defendant’s brief is that there, all they had was a rep- 
resentation on a flat sheet of paper. It was actually a 
trade-mark. This is more than a representation on a flat 
sheet of paper. This is an object, an object which is 
capable of supporting itself. We say that that is different. 

Now, as to the patent aspects, certainly we advised 
the plaintiff here to try to seek relief, protection, any way 
it could. They filed a mechanical patent application, they 
filed a design patent application, and they filed a copy- 
right application. As yet, Your Honor, they have been 
(21) granted nothing. 

The point that the flaps do nothing but hold up the 
picture—so also do the legs on the Winged Victory. They 
do nothing but hold up the body. I don’t think that you 
can dissect an object of art by saying that this part per- 
forms a function. We say that the whole thing together 
constitutes an object of art. 

It is a very difficult question, we recognize, because 
somebody has to say yes orno. Unfortunately, Your Honor 
is now in the position where you will have to say yes or no. 

The Court: Suppose you take off those flaps so it will 
not stand up. Is it copyrightable? 

Mr. Pavitt: We are not claiming any copyright on the 
mere star by itself. 

The Court: No, you are not answering my question. 

Mr. Pavitt: I don’t know, Your Honor. I don’t know. 
It is possible. It is possible that it could be claimed as a 
copyrightable article. It is a star, it is a design. Maybe it 
should be a fancier star to have more originality. But 
when you take the flaps and put them on the star, then 
we say that there is very definite originality. 

The Court: Well, gentlemen,— 

Mr. Pavitt: Thank you, Your Honor. 
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The Court: —let me take the file, and I will read 
your authorities, and you will hear from me shortly. 


(21a) (Whereupon, at 11:15 am., the hearing was 
concluded. ) 


(Certificate of Court Reporter omitted.) 


ORDER ON MOTIONS FOR SUMMARY JUDGMENT. 
(Filed September 27, 1957.) 


This matter having come on for hearing upon plain- 
tiffs’ motion for summary judgment and defendant’s 
motion for summary judgment or in the alternative to 
dismiss, and the Court having considered said motions, 
the oppositions thereto, the affidavits and exhibits filed 
therewith, and the arguments of counsel, and it appearing 
that there is no genuine issue as to material fact and that 
defendant is entitled to judgment as a matter of law, it is 
this 27th day of September, 1957 

Orverep that plaintiffs’ motion for summary judg- 
ment be and the same is hereby denied, and defendant’s 
motion for summary judgment be and the same is hereby 
granted, and the complaint is hereby dismissed. 


J. Dickerson LETTs, 


Judge. 
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NOTICE OF APPEAL. 
(Filed October 22, 1957.) 


Notice is hereby given that David H. Bailie and Celia 
R. Fiddler, plaintiffs, hereby appeal to the United States 
Court of Appeals for the District of Columbia from the 
Judgment entered in this action on the 27th day of Sep- 
tember 1957. 


TouLMIN & TouLMIN, 
Attorneys for Plaintiffs. 


Of Counsel. 


COST BOND ON APPEAL. 
(Filed October 22, 1957.) 


David H. Bailie and Celia R. Fiddler, joint appellants 
herein and Indemnity Insurance Company of North Amer- 
ica, a corporation organized and existing under the laws 
of the State of Pennsylvania, with its principal place of 
business in Philadelphia, Pennsylvania, and duly author- 
ized to transact a general surety business in the District of 
Columbia, surety, appearing and submitting to the juris- 
diction of the Court, hereby undertake for themselves and 
each of them, their and each of their heirs, executors, ad- 
ministrators, successors and assigns, to make good all 
taxable costs and charges, not exceeding the sum of two 
hundred and fifty dollars ($250.00) that the appellee may 
be put to or allowed if the appeal is dismissed or the judg- 
ment affirmed, or such costs as the appellate court may 
award if the judgment is modified. 

The said surety hereon hereby irrevocably appoints 
the Clerk of this Court as its agent upon whom any papers 
affecting its liability on this undertaking may be served. 
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Signed, sealed and delivered this 16th day of October, 


1957. 
S/ Davi H. Barr, 


Cerra R. FmDpwer, 


S/ By Davm H. Barre. 


InpEMNITY INSURANCE COMPANY 
oF NortH AMERICA, 


By S/ M. P. Wes, 
Attorney in Fact. 


ORDER TO SUBMIT ORIGINAL RECORD TO 
COURT OF APPEALS. 
(Filed October 29, 1957.) 

The formal appeal having been filed in the above 
entitled Cause and judgment entered by the United States 
District Court for the District of Columbia, now therefore, 
it is this 29th day of October, 1957 

OrperEep that the entire record including exhibits 
submitted and placed of record by Plaintiff and Defendant 
be transmitted to the United States Court of Appeals for 
the District of Columbia for consideration by the Appellate 
Court. 

JupGE LETTs, 
Judge, United States District Court. 


We consent to the above order. 


F. E. Drummonp, 
TouLMIN & TouLMI, 


Attorneys for Plaintiff. 


Washington, D. C., 
10-29-57 Oct. 29, 1957. 
F. L. McIntyre, 
Attorneys for Defendant. 
Washington, D. C. 
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COUNTERDESIGNATION OF RECORD. 
; (Filed November 14, 1957.) 


Comes now the defendant by his attorney, the United 
. States Attorney, and hereby counterdesignates the follow- 
ing as part of the record on appeal: 


1. The official transcript of Oral Argument on Motion 
For Summary Judgment. 


2. This Counterdesignation. 





OxIver GASCH, 
United States Attorney, 


Lewis CarRROLL, 
Assistant United States Attorney, 


Harry T. ALEXANDER, 
Assistant United States Attorney. 


OBJECTION TO THE COUNTERDESIGNATION OF 
RECORD AND MOTION TO STRIKE THE COUN- 
TERDESIGNATION OF RECORD. 

(Filed November 20, 1957.) 

Now come the plaintiffs, by their attorney, and object 
to the Counterdesignation of Record filed by the defend- 
ant, and further move to strike the Counterdesignation of 
Record as not filed in timely fashion and as not directed 
to material properly forming a part of the Record. A 
memoranda of facts and authorities is appended hereto in 
support of this motion. 


Oral hearing requested. 


TouLmin & TouLMIn, 
By H.A. Tou_min, Jr., 


Attorneys for Plaintiffs. 
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ORDER TO CERTIFY TRANSCRIPT 
OF ORAL ARGUMENT. 


(Filed December 3, 1957.) 
Upon consideration of the oral motion of the United 
States by its attorney, the United States Attorney, and 
pursuant to Rule 75 (h), F. R. C. P. 


(* * * If anything material to either party is omitted 
from the record on appeal by error or accident * * * 
the district court, either before or after the record is 
transmitted to the appellate court * * * on a proper 
suggestion or on its own initiative, may direct that 
the omission * * * shall be corrected, and if necessary 
that a supplemental record shall be certified and 
transmitted by the clerk of the district court.* * *) 


it is this 3rd day of December, 1957, 

Orver_ED that the motion be, and it is hereby, granted; 

Anp Ir Is FurtHER Orperep that the Clerk of this 
Court shall certify and transmit to the United States Cir- 
cuit Court of Appeals for the District of Columbia a sup- 
plemental record on appeal as follows: 

1. The official transcript of Oral Argument on Motion 

For Summary Judgment. 


Joun J. Srrica, 
Judge. 


ORDER EXTENDING TIME TO FILE RECORD. 
(Filed December 2, 1957.) 


Upon oral motion of counsel and good cause being 
shown, plaintiffs request an extension of time of thirty 
days (30) for filing their record in the Court of Appeals 
for the above-entitled case. 

The reason for requesting this extension of time is to 
allow the hearing on Motion to Strike the Counter-Desig- 
nation, now set for argument on December 3, 1957, to be 
heard and decided. 
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It is, now therefore, this 2nd day of December, 1957 

OrperED that the time for filing the record in the 
above-entitled cause with the Clerk of the Court of Appeals 
be and it hereby is extended to January 3, 1958. 


Signed by Jupce Letts, 
Judge, United States District Court. 


We consent to the above order. 


TouLMIN & TOULMIN, 
F. E. DrumMmonp, 
Attorneys for Plaintiffs, 


Lewis CARROLL, 
Attorney for Defendant, Govt. Atty. 
Washington, D. C. 


NOTICE OF APPEARANCE. 
(Filed January 2, 1958.) 


The undersigned attorneys hereby notice this Honor- 
able Court of their appearance on behalf of appellants- 
plaintiffs in the above entitled appeal: 


Folsom E. Drummond, Esq. 
Toulmin & Toulmin 

1248 Pennsylvania Building 
Washington, D. C. 


Herbert H. Brown, Esq. 
Toulmin & Toulmin 
308 West First Street 
Dayton 2, Ohio. 


Harry A. Toulmin, Jr., Esq. 
Toulmin & Toulmin 

308 West First Street 
Dayton 2, Ohio. 


TouLMIN & ToULMIN; 
Attorneys for Appellants-Plaintiffs. 
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Statutes. 
THE CONSTITUTIONAL PROVISION 
RESPECTING COPYRIGHT 
“The Congress shall have power * * * to promote the 
Progress of Science and useful Arts, by securing for lim- 
ited Times to Authors and Inventors the exclusive Right 


to their respective Writings and Discoveries. (U.S. Const. 
Art. I, § 8.)” 


Sections or Copyricut Law—Trtte 17 USC. 

“$4. All Writings of Author Included.—The works for 
which copyright may be secured under this title shall in- 
clude all the writings of an author.” 

“85. Classification of Works for Registration.—The ap- 
plication for registration shall specify to which of the fol- 
lowing classes the work in which copyright is claimed 
belongs: 

(a) Books, including composite and cyclopedic 
works, directories, gazetteers, and other compilations. 

(b) Periodicals, including newspapers. 

(c) Lectures, sermons, addresses (prepared for 
oral delivery). 

(d) Dramatic or dramatico-musical composi- 
tions. 

(e) Musical compositions. 

(f) Maps. 

(g) Works of art; models or designs for works 
of art. 

(h) Reproductions of a work of art. 

(i) Drawings or plastic works of a scientific or 
technical character. 

(j) Photographs. 

(k) Prints and pictorial illustrations including 
prints or labels used for articles of merchandise. 
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(1) Motion-picture photoplays. 
(m) Motion pictures other than photoplays. 


The above specifications shall not be held to limit the 
subject matter of copyright as defined in section 4 of this 
title, nor shall any error in classification invalidate or im- 
pair the copyright protection secured under this title.” 


“$10. Publication of Work with Notice.—Any person 
entitled thereto by this title may secure copyright for his 
work by publication thereof with the notice of copyright 
required by this title; * * *.” 

“$11. Registration of Claim and Issuance of Certifi- 
cate-—Such person may obtain registration of his claim to 
copyright by complying with the provisions of this title, 
including the deposit of copies, and upon such compliance 
the Register of Copyrights shall issue to him the certifi- 
cates provided for in section 209 of this title.” 


§ 12. Works Not Reproduced for Sale-——Copyright may 
also be had of the works of an author, of which copies are 
not reproduced for sale, by the deposit, with claim of 
copyright, of one complete copy * * *.” 

“$13. Deposit of Copies After Publication; Action or 
Proceeding for Infringement.—After copyright has been 
secured by publication of the work with the notice of copy- 
right as provided in section 10 of this title, * * * No action 
or proceeding shall be maintained for infringement of 
copyright in any work until the provisions of this title 
with respect to the deposit of copies and registration of 
such work shall have been complied with.” 


“§ 21. Same; Effect of Accidental Omission From Copy 
or Copies.—Where the copyright proprietor has sought to 
comply with the provisions of this title with respect to 
notice, the omission by accident or mistake of the pre- 
scribed notice from a particular copy or copies shall not 
invalidate the copyright or prevent recovery for infringe- 
ment against any person who, after actual notice of the 
copyright, begins an undertaking to infringe it, but shall 
prevent the recovery of damages against an innocent in- 
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fringer who has been misled by the omission of the notice; 
and in a suit for infringement no permanent injunction 
shall be had unless the copyright proprietor shall reim- 
burse to the innocent infringer his reasonable outlay inno- 
cently incurred if the court, in its discretion, shall so 
direct.” 

“S$ 207. Rules for Registration of Claims.—Subject to 
the approval of the Librarian of Congress, the Register of 
Copyrights shall be authorized to make rules and regula- 
tions for the registration of claims to copyright as provided 
by this title.” 

“§ 214. Destruction of Articles Deposited in Office Re- 
maining Undisposed of; Removal of by Author or Pro- 
prietor; Manuscripts of Unpublished Works——Of any 
articles undisposed of as above provided, together with all 
titles and correspondence relating thereto, the Librarian 
of Congress and the Register of Copyrights jointly shall, 
at suitable intervals, determine what of these received 
during any period of years it is desirable or useful to pre- 


serve in the permanent files of the copyright office, and, 
after due notice as hereinafter provided, may with their 
discretion cause the remaining articles and other things to 
be destroyed: * * *.” 


SECTIONS OF THE JupIc1aAL CopE—TITLE 28. 

“$1291. Final decisions of district courts. 
The courts of appeals shall have jurisdiction of ap- 
peals from all final decisions of the district courts of the 


United States * * * except where direct review may be had 
. in the Supreme Court * * *.” 


“$1338. Patents, copyrights, trade-marks, and unfair 
competition. 

(a) The district courts shall have original jurisdic- 
tion of any civil action arising under any Act of Congress 
relating to patents, copyrights and trade-marks. Such 
jurisdiction shall be exclusive of the courts of the states 
in patent and copyright cases. 





a 





Appendix B 49a 


(b) The district courts shall have original jurisdic- 
tion of any civil action asserting a claim of unfair com- 
petition when joined with a substantial and related claim 
under the copyright, patent or trademark laws. June 25, 
1948, c. 646, 62 Stat. 931.” 


“§ 2201. Creation of remedy. 

In a case of actual controversy within its jurisdiction, 
except with respect to Federal taxes, any court of the 
United States, upon the filing of an appropriate pleading, 
may declare the rights and other legal relations of any 
interested party seeking such declaration, whether or not 
further relief is or could be sought. Any such declaration 
shall have the force and effect of a final judgment or de- 
cree and shall be reviewable as such. June 25, 1948, c. 
646, 62 Stat. 964, as amended May 24, 1949, c. 139, § 111, 
63 Stat. 105.” 


“§ 2202. Further relief. 


Further necessary or proper relief based on a declara- 
tory judgment or decree may be granted, after reasonable 
notice and hearing, against any adverse party whose rights 
have been determined by such judgment. June 25, 1948, 
c. 646, 62 Stat. 964.” 


SEcTIONS OF ADMINISTRATIVE ProcepuRE AcCT—TITLE 5. 
“$1001. Definitions. 

(a) ‘Agency’ means each authority (whether or not 
within or subject to review by another agency) of the 
Government of the United States other than Congress, the 
courts, or the governments of the possessions, Territories, 
or the District of Columbia * * *.” 


“$1009. Judicial review of agency action. 
* * * * * 
(a) Any person suffering legal wrong because of any 
agency action, or adversely affected or aggrieved by such 


action within the meaning of any relevant statute, shall be 
entitled to judicial review thereof. 
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(b) The form of proceeding for judicial review shall -- 
be any special statutory review proceeding relevant to 
the subject matter in any court specified by statute or, in 
the absence or inadequacy thereof, any applicable form 
of legal action (including actions for declaratory judg- 
ments or writs of prohibitory or mandatory injunction or 
habeas corpus) in any court of competent jurisdiction. 
Agency action shall be subject to judicial review in civil 
or criminal proceedings for judicial enforcement except 
to the extent that prior, adequate, and exclusive oppor- 
tunity for such review is provided by law.” 
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¥ Appeal No. 14,275. 


- United States Court of Appeals 


Pe & DISTRICT OF COLUMBIA. 


DAVID H. BAILIE and 
CELIA R. FIDDLER, 


Appellants, 
vs. 
ARTHUR FISHER, 


Register of Copyrights, 
Appellee. 


APPEAL FRoM ORDER OF THE UNITED STATES 
" District Court, 
District oF COLUMBIA. 


APPELLANTS’ REPLY BRIEF. 


1. The Boldness of Appellee’s Usurpation of the Function 
of the Federal Courts is Clear from the Brief. 


Examination of appellee’s brief makes it clear that 
appellee is boldly claiming the functions reserved to the 
United States Federal Courts. Both in the summary of 
argument (page 3, line 3) and in the argument itself 
(pages 5-10), the appellee’s argument is directed toward 
the subject of a valid copyright. 

As pointed out in appellants’ main brief, the statu- 
tory enactments governing copyright reserve to the courts 
the power to adjudicate the validity of a copyright. All 
that is allowed to the Register of Copyrights under the en- 
abling statute is the registration of claims to an existing 
copyright. 
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2. That the Encroachment upon the Powers of the Courts 
is a Departure from Past Practice is Patently Clear 
from Examination of the very Cases Cited by Appellee. 


In appellee’s brief, brief excerpts from many cases are 
quoted to support the Register’s present action. The Reg- 
ister contends that these cases show a consistent interpre- 
tation of the Copyright Law and urge on the court the 
proposition that the court should acquiesce in such action. 


Examination of the issues and the decision of the 
courts completely negative the contention of appellee who 
quoted brief excerpts therefrom in support of its position. 


Of the fifteen copyright cases cited by appellee, 
thirteen involved copyrighted material, the claim to which 
had been registered by the Copyright Office. 


The decisions in the cases were similar to those in the 
patent and trademark fields; namely, three cases—copy- 
right held valid and infringed, six cases—copyright held 
not infringed, four cases—copyright held invalid. 

These cases, showing the proper adjudication by the 
Federal Judiciary, are now cited by the appellee in sup- 
port of his usurpation of the functions of the Judiciary in 
adjudicating the validity of Appellants’ copyright. 

Only in two cases was the right to register a copyright 
in question. In one, this Court granted mandamus; in the 
other it denied. It is again helpful to go to the issue of the 
cases. In Bouve v. Twentieth Century-Fox Film Corpora- 
tion, 122 F. 2d 51 (CA DC, 1941), the issue was whether 
a collection of page proofs fell within the statutory cate- 
gory of books. This Court granted mandamus to compel 
registration as a book despite the Register’s contention 
that registration should be made as a serialized work. In 
Brown Instrument Company v. Warner, 161 F. 2d 910 
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(CA DC, 1947) this Court denied mandamus to compel 
registration of a chart on the basis of the District Court’s 
finding of facts: 


“4, The 83 charts in suit function as working 
mechanical elements of and essential parts of record- 
ing machines * * *.” (p. 910.) 


Since, in this case, registration has been denied only 
in the class of “work of art,” and registration has been 
permitted under other categories, the present refusal to 
register is contrary to the decisions of the very cases cited 
by appellee. 


3. The Register has set up his own Criteria for Evaluation 
of the Art Contrary to the Mandate of the Statute. 


Reading of appellee’s brief makes it clear that the 
Register has set up a criteria of evaluation of works of 
art contrary to the mandate of the statute. On page 3 of 
the brief, appellee opens his argument with the following 
statement: 


“Section 5 of the Copyright Act, 17 U.S. C. 5, lists 
thirteen classes of materials for which copyright is 
available and requires the application for registration 
to specify to which of the thirteen categories the ma- 
terial belongs. * * * It would seem elementary that 
a work which does not fall within the statutory cate- 
gory for which copyright protection is sought may 
not be accepted for registration as such, and that, in 
such a case, the Register’s refusal to accept the ma- 
terial for registration is no more than adherence to 


the statutory directive pursuant to which he acts. 
KK? 


While this is an interesting argument, it is not the law 
since the very section quoted by appellee goes on to direct: 
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“The above specifications shall not be held to limit 
the subject matter of copyright as defined in section 4 
of this title, nor shall any error in classification in- 
validate or impair the copyright protection secured 
under this title.” (17 U.S. C. § 5, page 5.) 


4. The Criteria Set up by the Register in This Case is not 
Consistent With His Prior Action. 

It seems clear that the Register has established 
criteria in this case inconsistent with his former actions. 
Apparently, the Register does not like the item in issue 
because it is a statuette formed entirely of geometric planar 
surfaces and is hard pressed to explain why he has taken 
the unusual action of refusing to register the claim for 
copyright. 

The Register uses words (such as “common, every- 
day-shape” and “well-known to every school child”) to 
belittle appellants’ work and to give the impression that 
novelty is in issue. 

Yet in Mazer v. Stein, 347 U.S. 201 (CA 4, 1954) the 
present appellee furnished to the court: 

“* * * sixty examples selected at five-year inter- 


vals, 1912-1952, said to be typical of registrations of 
works of art possessing utilitarian aspects.** * * * 





Eg. ‘Lighting fixture design. By F. E. Guitini. [Bowl- 
shaped bracket embellished with figure of half-nude woman 
standing in bunch of flowers.] Copyright December 28, 1912. 
Registration number G 42645. Copyright claimant: Kath- 
odion Bronze Works, New York.’” (pp. 212, 213.) 


The court will take judicial notice of the fact that the 
female figure is a common, everyday shape and is well 
known to every school child. That semi-nudity is not 
novel among such figures is apparent by examining styles 
from the fig leaf to the bikini. 














h) 


While the Register’s preference for such figures over 
geometric works may be socially commendable, the im- 
position of such preference in his legal duty of registration 
of claims for copyright must be condemned. 


5. The Criteria Set up by the Register for Evaluation of 
Art is Not Consistent With Today’s Standard of Art. 


In appellee’s brief the criteria for evaluation of works 
of art are set forth on page 6, wherein the Register states 
a number of examples as to how he evaluates works of 
art, and what he will accept or refuse under this evalua- 
tion. 

It is interesting to note that under the tests supplied 
in the brief some of today’s acknowledged masterpieces 
would not be accepted as “works of art” by the Copyright 
Office since they do not meet the Register’s personal 
standards. 


For example, the Register states that he would accept 
a piece of cloth with reproductions of fruits, but he would 
not accept a piece of cloth with a polka dot. The reason 
for this is the polka dot is too well-known a figure. It 
must follow that the Register would also not accept a piece 
of cloth with a square thereon since this is also a “com- 
mon, well-known” figure. Yet the Museum of Modern 
Art in New York City displays a piece of cloth with a 
square on it as an outstanding example of modern art. The 
painting is the well-known “White on White” which con- 
sists of a white square painted upon a white (different 
hue) background. 

The Register also states that he would accept a three- 
dimensional representation of a flower, but would not 
accept a cube. Twenty years ago we are sure his state- 
ment would be that he would accept a reproduction bird, 
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but not a blob of metal. Yet this was exactly the issue in 
connection with Brancusi’s “Bird in Flight.” Although at 
the time the symbolic reproduction of a bird was not con- 
sidered artistic, the art world has now come to recognize 
this piece as one of the greatest statues of our era. 


It is the difficulty both of evaluation of artistic merit 
and particularly in looking forward to the changing ideas 
and changing standards of art that has led Congress to 
prohibit evaluation by the Copyright Office. Congress 
could have granted the Register of Copyrights this power 
of evaluation as it did in connection with the mechanical 
patents, design patents and trademarks. But in its wis- 
dom it did not. Retrospect shows the reason. If the stand- 
ards of art existing twenty years ago were applied by the 
Copyright Office at that time protection to almost the 
entire artistic field of abstractions and symbolic representa- 
tions would have been denied to those artists whose 
imagination and vision show the way for others to follow. 


It is the clear danger that our wills and prejudices will 
be imposed upon future generations, and thus restrict the 
development of the useful arts that prompted the estab- 
lishment of the Copyright Office without powers to evalu- 
ate and judge. Judgment is made only at the time that 
another member of the community so appreciates the work 
of art as to attempt to copy it in the form expressed. 

Flying in the face both of Congressional prohibitions 
and the warning of the dangers of such evaluation of the 
Supreme Court, the Register has now set up criteria of 
evaluation. 
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Hy Such evaluation is improper in law and in reason and 
should be so adjudged by granting mandamus to force 
registration of appellants’ work of art. 


Respectfully submitted, 


a TouLMIN & TouLMIN, 
Harry A. Toutman, Jr., 
Huco M. Wixstrom, 
308 West First Street, 
Dayton 2, Ohio, 
Fotsom E. Drummonp, 
1248 Pennsylvania Building, 
Washington, D. C., 


Attorneys for Appellants. 
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COUNTERSTATEMENT OF QUESTIONS PRESENTED 


1. Whether the Register of Copyrights may refuse to 
register as a work of art material which does not qualify 
as such under the copyright statute. 

2. Whether appellants’ “Self-Supporting Star-Shaped 
Photograph Bearing Phonograph Record” is a work of 
art within the meaning and intendment of that term as 
used in 17 U.S.C. 5(g). 


» Or 
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In Tue 


Anited States Court of Appeals 


FOR THE DISTRICT OF COLUMBIA CIRCUIT 


Davin H. Bam and Ceti R. Fmpier, APPELLANTS 
v. 


ArtHur FisHer, RecIstER oF CoPYRIGHTS, APPELLEE 


Appeal from the United States District Court 
for the District of Columbia 


BRIEF FOR APPELLEE 


COUNTERSTATEMENT OF THE CASE 


Appellants here, plaintiffs below, instituted this suit 
in mandamus to compel the Register of Copyrights to 
accept for registration their “Self-Supporting Star-Shaped 
Photograph Bearing Phonograph Record” as a work of 
art under Section 5(g) of the Copyright Act, 17 U.S.C. 
5(g) (J.A. 3a-5a). On cross-motions for summary judg- 
ment, the district court granted the Register’s motion and 
denied the plaintiffs’ motion (J.A. 40a). This appeal fol- 
lowed (J.A. 41a). 

The facts may be summarized as follows: On October 
14, 1955, appellants mailed to the Copyright Office a 
Form G application (for a work of art) together with the 
required application fee and a copy of the material sought 
to be copyrighted (J.A. 21a). A photograph of the ma- 
terial thus submitted for copyright registration is included 


(1) 
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in the joint appendix (J.A. 5a). It is a piece of cardboard 
in the shape of a five-pointed star with flaps on the lower 
two points which, when folded back, provide a stand, so 
that the star will stand up thus supported. In a circle 
on the face of the star is a picture of the head of a man. 
Impressed over this picture is a phonograph record capa- 
ble of being played on a phonograph machine. The phono- 
graph record is transparent so that it does not materially 
distort the underlying photograph. The appellants have 
marketed their star by contracting with prominent Holly- 
wood personalities to manufacture these cardboard stars 
with a photograph of the particular Hollywood figure on 
the face of the star, a few facts of his or her life on the 
reverse side, and a message from him or her on the phono- 
graph record. Presumably, these are sold to “fans” who 
write to the Hollywood personalities seeking autographed 
photographs of them. A record of the sales of the product 
appears in the joint appendix (J.A. 16a). 

By a letter of December 8, 1955, the Copyright Office 
advised appellants, through their attorney, that their 
“Self-Supporting Star-Shaped Photograph Bearing 
Phonograph Record” was not a work of art within the 
meaning of the Copyright Act, and that therefore it could 
not be accepted for registration under Class G (J.A. 21a). 
The Copyright Office did advise, however, that it would 
consider a claim for registration of the photograph under 
Class J (photographs) (J.A. 21a). Appellants replied 
that they were not interested in protecting the photograph 
itself since “the particular photograph on the record 
which was sent you is simply a sample chosen for illus- 
trative purposes” (J.A. 23a). They went on to say that 
“what we contend as a work of art for which copyright 
protection is sought, is the configuration of the blank 
and its general coloring and layout scheme” (J.A. 23a). 
The Copyright Office reiterated its refusal to accept regis- 
tration of the star as a work of art (J.A. 24a-25a), and 
this suit followed. From a summary judgment in favor 
of the Register, plaintiffs have appealed. 
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SUMMARY OF ARGUMENT 





1. The Register of Copyrights may refuse to accept 
for registration as a work of art material which is not 
entitled to protection as such under the copyright statute. 
Bouve v. Twentieth Century-Fox Film Corporation, 74 
App. D. C. 271, 122 F. 2d 51; Brown Instrument Co. v. 
Warner, 82 U.S. App. D.C. 232, 161 F. 2d 910, certiorari 
denied, 332 U.S. 801. 

2. To come within the statutory category of a work 
of art, the material must embody a certain minimum 
amount of creativity—a quality which is totally lacking 
in the material submitted by appellants. The star shape 
is a common symbol which, as appellants conceded in the 
court below, can not be the subject of a valid copyright. 
The addition of the cardboard flaps capable of support- 
ing the star do not evidence such creativity as would 
qualify this material as a work of art. Moreover, the 
flaps are wholly functional in that their sole purpose is 
to support the star and are not even intended to be seen. 
It is well-established that shapes dictated by a utilitarian 
function cannot be validly copyrighted as works of art 
regardless of their otherwise aesthetic appearance. 

The protection which appellants really seek is for the 
idea of placing a movie star’s picture on a piece of card- 
board capable of supporting itself and at the same time 
containing a recorded message from the star. However, 
ideas and schemes are not protectable under the copyright 
statute. Baker v. Selden, 101 U.S. 99. 


ARGUMENT 
I 


The Register of Copyrights May Refuse To Accept for 
Registration As A Work of Art Materials Which 
Do Not Come Within the Meaning of That Term As 
Used In the Copyright Statute. 


Section 5 of the Copyright Act, 17 U.S.C. 5, lists thir- 
teen classes of materials for which copyright is available 
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and requires the application for registration to specify 
to which of the thirteen categories the material belongs. 
Subsection (g) includes “works of art”, and it is under 
this subsection that appellants sought registration. It 
would seem elementary that a work which does not fall 
within the statutory category for which copyright protec- 
tion is sought may not be accepted for registration as 
such, and that, in such a case, the Register’s refusal to 
accept the material for registration is no more than ad- 
herence to the statutory directive pursuant to which he 
acts. That is to say, that only books may be registered 
as books, maps as maps, and works of art as works of 
art, and that material which contains nothing which is the 
subject of copyright may not be registered at all. Yet 
appellants’ entire brief appears to be devoted to the con- 
tention that the Register is not permitted to question 
whether or not the material submitted is a work of art 
under the statute or indeed is entitled to any protection 
at all, and that he must accept for registration as a work 
of art anything submitted. 

This contention is dispositively answered by this Court’s 
decision in Bouve v. Twentieth Century-Fox Film Cor- 
poration, 74 App. D.C. 271, 122 F. 2d 51. In that case, 
the Register had refused to accept for registration as a 
book a series of page proofs of twenty contributions to 
periodicals bound together. The plaintiff brought man- 
damus to compel the Register to accept this material for 
registration as a book. Before reaching the question of 
whether or not this material was in fact a book, the Court 
discussed the power of the Register to refuse registration. 
The Court regarded it as obvious “that the Register may 
properly refuse to accept for deposit and registration 
‘objects not entitled to protection under the law’” (74 
App. D.C. at 273, 122 F. 2d at 53). See also Brown 


1The Court went even further and found that, based on the 

Register’s authority to promulgate regulations, he had discretion 
to determine what materials he has power to accept: 

It seems obvious, also, that the Act establishes a wide 

range of selection within which discretion must be exercised 

by the Register in determining what he has no power to ac- 








~ 


9) 


Instrument Co. v. Warner, 82 U.S. App. D.C. 232, 161 
F. 2d 910, certiorari denied, 332 U.S. 801, where this 
Court refused to mandamus the Register to accept ma- 
terials not protected by the copyright statute. It is thus 
clear that if the material for which appellant seeks regis- 
tration is entitled to no protection as a work of art under 
the statute, the Register properly refused to accept it 
for registration. We proceed, therefore, to consider 
whether appellants’ Exhibit A, attached to the complaint, 
(J.A. 5a) is a “work of art” within the meaning and in- 
tendment of the Copyright Act so as to be entitled to 
protection as such under the Act. 


I 


Appellants’ “Self-Supporting Star-Shaped Photograph 
Bearing Phonograph Record” Is Not A Work of Art 
As That Term Is Used In the Copyright Statute 
Since It Does Not Contain That Minimum Amount of 


Creativity Required of Material Protected By the 
Statute. 


Although it would be difficult, if not impossible, to formu- 
jate a definition of a “work of art” that would be easily 
applicable in all cases, it is nevertheless generally agreed 
that in order to be includable in this category the ma- 
terial must evidence a certain minimum amount of cre- 
atwity. For, after all, the production of a work of art is 
“founded in the creative powers of the mind”. Trade- 
Mark Cases, 100 U.S. 82, 94. As stated by the Copyright 
Regulations defining a work of art, 37 C.F.R. 202.10, 


cept. The formula which he must apply is a more difficult 
one than that of the Recorder of Deeds, upon which appellee 
relies by way of analogy. (74 App. D.C. at 273, 122 F. 2d at 
53.) (Appellant in the instant case relies on the same analogy 
(Appellant’s Brief 19).) 

However, the extent of the Register’s discretion need not be 
reached in this case, because it is obvious, as we shall demon- 
strate in the succeeding section of this brief, that the material 
here under consideration is, as a matter of settled law, entitled 
to no protection whatsoever as a work of art under the Copyright 
Act. 
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“the work must embody some creative authorship in its 
delineation or form”.? “[T]he purpose of the copyright 
law is to protect creation, not mechanical skill.” (Shapiro, 
Bernstein & Co., Inc. v. Miracle Record Co., Inc., 91 F. 
Supp. 473, 475 (D.C.N.D. IIL).) 

It is this element of creativity that is totally lacking in 
appellants’ material. For it is nothing more than a card- 
board cutout of a common, every-day shape, a five-pointed 
star. (The addition of the flaps to support it will be dis- 
cussed infra, p. 8.) To suggest that there is any creativ- 
ity in the conception of this common symbol, well-known 
to every school child, indeed repeated 48 times in our 
flag, is to fly in the face of common sense. Appellants 
apparently recognize the force of this argument, for no- 
where in their brief do they contend that the material in 
question is a work of art. Instead their entire argument 
is devoted to the contention that the Register cannot re- 
fuse to register the material regardless of whether it does 
or does not constitute a work of art. Appellants’ failure 
to urge that the configuration of a star is copyrightable 
may well stem from their concession in the court below 
that, “We are not claiming any copyright on the mere 
star by itself” (J.A. 39a).* 

In refusing to register appellants’ star as a work of 
art, the Register does not pretend to set himself up as an 
art critic. So long as the material reflects a minimum 
amount of creativity, it will be accepted for registration. 
This is so regardless of the artistic merit of the material. 
Thus the Register accepted for registration the statuette 
involved in Mazer v. Stein, 347 U.S. 201, although many 


2 Although this regulation was not in effect at the time the in- 
stant suit arose, it has long been the policy of the Copyright 
Office to refuse registration when this requirement has not been 
met. 


3 This concession was somewhat hedged by the statement of 
counsel made immediately following this concession: 
“I don’t know, Your Honor. I don’t know. It is possible. 
It is possible that it could be claimed as a copyrightable ar- 
ticle. It is a star, it is a design. Maybe it should be a fancier 
star to have more originality.” 
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who have seen the figure (Defendant’s Exhibit E) would 
question its artistic worth. Indeed, the Register filed an 
amicus brief in the Supreme Court supporting the copy- 
rightability of the statuette. Moreover, where there is a 
substantial doubt as to whether or not certain materials 
are copyrightable, registration is accepted. Thus, a plas- 
tic, three-dimensional representation of a flower would 
be accepted regardless of how poorly executed; a cube, on 
the other hand, would not be. A piece of cloth with re- 
productions of various fruits on it would be accepted; a 
polka-dot would not be. An earring composed of a cluster 
of simple leaves would be accepted; an earring composed 
of an unadorned square or rectangle would not be. This 
policy of the Register refutes any accusation that his 
refusal to accept registration establishes him as a cul- 
tural arbiter. But it also reflects his well-established pol- 
icy of requiring a minimum amount of creativity in order 
to be acceptable for registration.* 

The cases fully support the Register’s position that, un- 
less the material submitted embodies a certain minimum 
amount of creativity, it will not be copyrightable. Per- 
haps the closest example to the case at bar is Forstmann 
Woolen Co. v. J. W. Mays, Inc., 89 F. Supp. 964 (D.C. 
E.D. N.Y.) where one of the questions presented was 
whether copyright protection was afforded to three fleur 
de lis on a label that had been accepted for registration 


4 The illustrations above reflect actual practice by the Register. 
This contemporaneous and long-continued agency construction is, 
of course, entitled to great weight. DeSylva v. Ballentine, 351 
U.S. 570, 577-78; McLaren v. Fleischer, 256 U.S. 477, 481; Nor- 
wegian Nitrogen Products Co. Vv. United States, 288 U.S. 294, 315; 
United States v. American Trucking Assns., Inc., 310 U.S. 534, 
549; Fawcus Machine Co. v. United States, 282 U.S. 375; Hormel 
v. Helvering, 312 U.S. 552, 556, n. 5. As the Fourth Circuit stated 
in a copyright case later affirmed by the Supreme Court: 

When an agency of the United States is empowered by a 
federal statute to issue regulations under, and also to ad- 
minister and apply, that statute, and when the agency over 
a course of years applies that statute in a certain way, that 
application should be given great weight when a court is 
called upon to determine the meaning of the statute. [Stein 
v. Mazer, 204 F. 2d. 472, 477 (C.A. 4), aff'd. 347 U.S. 201.] 
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(see Defendant’s Exhibit G). The court held that there 
was no copyright infringement because the label, including 
the fleur de lis, contained nothing that was validly copy- 
rightable under the statute. Said the court: 


Surely and certainly in the form in which the fleurs 
de lis are shown, no originality is displayed. As 
Judge Frank observed in considering a certificate of 
copyright, in Chamberlin v. Uris Sales Corporation, 
2 Cir., 150 F. 2d 512, at page 513: “Obviously the Con- 
stitution does not authorize such a monopoly grant 
to one whose product lacks all creative originality.” 

In the Chamberlin case, cited in the quotation, the Court 
held that a drawing of a backgammon board was not 
copyrightable, stating: “Without originality, his draw- 
ing, if it stood alone, could not be the subject of a valid 
copyright”, 150 F. 2d at 513. In Baker v. Selden, 101 U.S. 
99, the Supreme Court refused to give protection to the 
lines and rulings of an account-book, holding that “blank 
account-books are not the subject of “copyright” (101 U.S. 
at 107). See also Brown Instrument Co. v. Warner, 
82 U.S. App. D.C. 232, 161 F. 2d 910, certiorari denied, 
332 U.S. 801, where this Court held the Copyright Act 
afforded no protection to a chart consisting of many 
curved lines; Smith v. George E. Muehlebach Brewing 
Co., 140 F. Supp. 729, 731 (D.C.W.D. Mo.), where a four 
note musical imitation of the ticking of a clock was held 
to be “too simple to be copyrightable”; Shapiro, Bern- 
stein & Co., Inc. v. Miracle Record Co., Inc., 91 F. Supp. 
473 (D.C.N.D. Ill.), similar to the previous case holding a 
simple figure in a bass line of music not entitled to copy- 
right protection. 

These cases demonstrate not only that the star itself 
is not copyrightable but also that appellants are not en- 
titled to copyright protection for their material by the 
addition of flaps which can be folded back to support the 
star.° For these flaps not only fail to reflect that mini- 





5In the court below, appellants argued that by the addition of 
the flaps the star became a work of art: 
The Court: Tell me again just what you claim. 
Mr. Pavitt: We claim that this configuration of this de- 
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mum amount of creativity required by the statute, but 
they are attached solely for a functional purpose, to sup- 
port the star so that it will stand up. And it is a well- 
established policy of the Copyright Office to refuse regis- 
tration to material which is functional only, regardless of 
its pleasing appearance. Section 202.10 of the Copyright 
Regulations, 37 C.F.R. 202.10, (Supp. 1958) defining works 
of art, provides in part as follows: 


When the shape of an article is dictated by, or is 
necessarily responsive to, the requirements of its util- 
itarian function, its shape, though unique and attrac- 
tive, cannot qualify it as a work of art. If the sole 
intrinsic function of an article is its utility, the fact 
that it is unique and attractively shaped will not 
qualify it as a work of art.® 


vice right here as it stands is a work of art and is subject 


to copyright. 

The Court: Well, in what respect? Hold it up and show 
me. 

Mr. Pavitt: It is the ability of this thing to be set up 
and— 

The Court: You mean turning the bottom in so it will 
stand up? 


Mr. Pavitt: That is right, so that when it is turned in, 
we say that that in itself is a work of art. 

The Court: That is not in view, so how would that be a 
matter of art? 

Mr. Pavitt: The whole feature of the star and the device 
itself as it stands can be in view. I mean, that is, it is the 
whole thing. 

The Court: But you are only claiming that by turning the 
bottom open so it will sit down, it becomes a work of art. 

Mr. Pavitt: No. Well, yes, that is right. I mean, setting 
it up in this way makes it a work of art... 

The Court: Suppose you tacked it up or nailed it up, 
wouldn’t that be about the same thing? 

Mr. Pavitt: No, if it were not in this particular configura- 
tion, we would not claim that it is a work of art. I mean it 
is the little, the way the thing sets up by itself. (J.A. 33a). 


6 Although this part of the regulation was not adopted until 
August 11, 1956, the prior regulation also reflected this well- 
established policy of the Copyright Office, 37 C.F.R. (1949 ed.) 
202.8: 

This class [work of art] includes works of artistic craftsman- 
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The first sentence of this regulation is, of course, squarely 
applicable to the flaps on appellants’ star. They are 
placed there solely for the purpose of supporting the 
star. They are not even intended to be seen. Indeed the 
same purpose could be accomplished by placing a piece of 
cardboard on the back of the star extending from the top 
to the base capable of supporting the star when sepa- 
rated from it at the base. Surely a simple piece of card- 
board whose only purpose is to support the star cannot 
give this material the quality of being a work of art 
which it otherwise would not have. 

The protection which appellants are really seeking is 
for their idea. What they desire to protect is the idea of 
placing a movie star’s picture on a piece of cardboard 
capable of supporting itself and at the same time con- 
taining a recorded message from the star which may be 
played on a phonograph machine. Regardless of the mer- 
its of the idea or device, commercial or otherwise, it is 
clear that copyright protection is not available for ideas 
or devices. Baker v. Selden, 101 U.S. 99; Miner v. Em- 
ployers Mutual Inability Insurance Co., U.S. App. 
D.C. , 229 F. 2d 35; Taylor Instrument Companies vy. 
Fawley-Brost Co., 139 F. 2d 98 (C.A. 7), certiorari de- 
nied, 321 U.S. 785; Affiliated Enterprises, Inc. v. Gantz, 
86 F. 2d 597 (C.A. 10); Kaeser & Blair v. Merchants’ 
Association, 64 F. 2d 575 (C.A. 6); Brief English Systems, 








ship insofar as their form, but not their mechanical or utili- 
tarian aspects are concerned, * * * 
In Mazer v. Stein, 347 U.S. 201, 214, 218, the Court stated of this 
regulation: 
As a standard [of a work of art] we can hardly do better 
than the words of the present Regulation, § 202.8 * * * 
* * * * 


Regulation § 202.8, supra, makes clear that artistic articles 
are protected in ‘form but not their mechanical or utilitarian 
aspects.” 

See also Trifari, Krussman & Fishel, Inc. v. Charel Co., 134 F. 
Supp. 551 (D.C.S.D. N.Y.). 

Thus under both these regulations, the design of a car, sold 
perhaps more for its beauty than utility, would not be copyright- 
able, since its design is related solely to its functional purpose. 


il 


Inc. v. Owen, 48 F. 2d 555 (C.A. 2), certiorari denied, 283 
U.S. 858; Whist Club v. Foster, 42 F. 2a 782 (D.C.S.D. 
N.Y.); Ladas, II The International Protection of Interary 
and Artistic Property, 709-710. Copyright protection as 
a work of art not being available for appellants’ material, 
the Register properly refused to accept it for registration. 


CONCLUSION 


For the reasons stated, it is respectfully submitted that 
the judgment below should be affirmed. 
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